REMARKS 



Status of Claims 

Claims 46-67 are in the case. Claims 62 and 67 are amended herewith. A 
complete listing of claims is included in Attachment A for Examiner's convenience. Note 
that page one of the Office Action refers to claims 46-61 . The substantive Office Action 
at pages two through four correctly refer to claims 46-67. 

Updated Reissue Declaration 

In item two of the Office Action, it was stated that a supplemental reissue oath or 
declaration must be received in order to obtain allowance of pending claims 46-67. 
Applicants respectfully defer submission of the supplemental reissue oath/declaration, 
and same will be submitted at a later date. This deferral was agreed to by Examiner 
Evans and by SPRE Christine Tierney in a teleconference with Linda Deschere on June 
21 , 2005. Deferral is to a later date after all claims are indicated as allowable except for 
the fulfillment of the requirement for an updated oath. 

Non-Persuasive Protest of June 11, 2003 

It is acknowledged in the Office Action that the PROTEST of June 11, 2003 "in 
general is not persuasive." 
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35U.S.C.S112 

The present Office Action, under 35 U.S.C. § 112, addresses two matters 
pertaining to enhanced clarity further facilitating rise of the specifications as a teaching 
tool. 

In item four of the Office Action, it was stated that claims 62 and 67 are rejected 
on the basis of, respectively, the term "focusing" and "Rayleigh range" (claim 62) and 
the term "central wavelength" (claim 67). 

The present amendment to claim 62 deleting reference to "Rayleigh range" and 
to claim 67 deleting reference to "central" further enhances clarity and are considered 
not limiting. 

The present claim 62 without the term "focusing", is submitted to be fully enabled 
at least for the following reasons. Applicant submits the term "focusing" is not 
necessary since other methods are described to achieve sufficient fluence on or in 
material by concentrating energy as described below with specific references to USPN 
5,656,186. 

The present application is a division of USPN 09/366,685 filed August 4, 1999, 
which is a reissue of USSN 08/224,961, filed April 8, 1994 (USPN 5,656,186). See 
Attachment C containing highlighted copy of 5,656,186. 

It is important to recognize that throughout the structure of the specification of 
'186, three important points are taught in a logical order. Generally, the '186 teaches 
(1) exceeding the breakdown threshold fluence; (2) generating the beam by a simple 
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method such as a focused Gaussian beam for illustration purposes; and (3) generating 
a beam by a variety of techniques that can be used to exceed the breakdown threshold 
alternative to the simple focused Gaussian method. 

Thus, '186 teaches the production and use of various beam profiles with and 
without focusing as by a lens for modifying a variety of materials and the use of the 
beam scanning on or beneath a material's surface. The explanation in '186 
encompasses differing levels of particularity to introduce the reader to the concepts 
contained therein, in an orderly manner, to enhance the use of the present specification 
as a teaching tool even for those of relatively less skill in the art. 

Thus, the inventors showed generally how to "scan a beam" of a more complex 
nature "along a predetermined path beneath the surface of a material" without restricting 
the method to only a focused Gaussian beam. 

It is well established that the patent owner may assert claims which go beyond 
the specific embodiment shown in the application. See Ethicon Endosurqerv. Inc. v. 
United States Surgical Corp. . 93 F.3d 1572, 40 US PQ2d 1019 (Fed. Cir. 1996). 
(Attachment B) 

It is also well established that limitations may not be read into a claim from 
a preferred embodiment when the claim language is broader than that 
embodiment. See in Attachment B, Electro Medical Systems, SA v. Cooper Life 
Sciences, Inc., 32 US PQ2d 1017 (Fed. Cir. 1994), which states: 

Thus, although the specifications may well indicate that 
certain embodiments are preferred, particular embodiments 
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appearing in the specification will not be read into the claims 
when the claim language is broader than such embodiments. 
See Specialty, 845 S.2d at 987, 6 USPQ2d at 1605 ("Where 
a specification does not require a limitation, that limitation 
should not be read from the specification into the claims."). 

See also in Attachment B, Resonate Inc. v. Alteon Websvstems, Inc. , 67 
USPQ 1771 (Fed. Cir. 2003), which states: 



Though understanding the claim language may be aided by the 
explanations contained in the written description, it is important not 
to import into a claim limitations that are not a part of the claim. For 
example, a particular embodiment appearing in the written 
description may not be read into a claim when the claim language 
is broader than the embodiment. 



The patentee's apparent choice not to specify a transmission path 
from the server to the client led the district court to add a limitation 
that the requested resource be transmitted directly to the client. 
But patentees are not required to claim each part of an invention 
with the same amount of detail. 



In a broad aspect, USPN 5,656,186 (herein referred to as US '186) teaches a 
method of utilizing that portion of the beam that would cause ablation, namely, that 
portion which exceeds the breakdown threshold fluence. This is achieved by 
implementing the breakdown threshold fluence at a corresponding pulse width. The 
teachings of the specification as noted below show that damage will occur at the 
surface AND IN the material where free electron density exceeds a specific value which 
is related to breakdown threshold fluence. The '186 further gives an example of a 
simple focused Gaussian beam, which is a simple and best mode illustration and which 
has a relatively easily discernable fluence at a desired spot. 
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In addition, the examples, and particularly Examples 1 and 2, describe and 
illustrate alternative methods to generate a beam of sufficient energy and desired shape 
according to the invention and also describe and illustrate the best mode to practice the 
invention. Accordingly, the specification provides various methods to achieve sufficient 
fluence by concentrating energy. 

In the Summary of the Invention which begins at Column 1 and continues 
through Column 3, the structure of the description emphasizes the important points in 
logical order. First, the specification teaches a method which utilizes the physics 
associated with exceeding the breakdown threshold fluence. Next, the specification 
teaches that it is possible to generate the beam as a focused Gaussian beam directed 
at or beneath the surface. Third, a further teaching is provided to teach many other 
techniques besides focused Gaussian to generate and direct a beam that exceeds the 
breakdown threshold at or beneath the surface of the material. 

It is important to note that concentrating of energy to increase fluence utilizing a 
lens is merely a very simple way, in combination with the Gaussian beam, to illustrate 
exceeding the breakdown threshold fluence. However, the specification is organized so 
that other general methods to cause such exceeding of breakdown threshold fluence 
are also able to be utilized. The Summary of the Invention is structured in this way, 
particularly with reference to Column 1 Line 50 to Column 2 Line 10, which describes 
the relationship between fluence breakdown threshold and pulse width, then describes 
the providing of sufficient fluence to achieve the result by concentrating energy. Then, 
at Column 2 Lines 44 to 57, it describes, in one aspect, the achieving of the fluence by 
the simple method pertaining to the Gaussian profile. Then, see the bottom of Column 
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2, Line 63 to the top of Column 3 at Line 2 describing the more complex methods for 
providing a beam shape sufficient to achieve the necessary fluence breakdown 
threshold. 

Example 1 in Column 5 shows a best mode and relatively simple experimental 
setup for determining threshold fluence. 

In Example 1, specifically at Column 5, Lines 49-54, it is stated that for pulses 
with required pulse energy at or near the threshold for ablation the spatial profile of the 
beam will determine the shape of the ablation. Additionally, in a broad aspect, '186 
teaches that ablation occurs in a shape that is defined by the beam shape and that a 
variety of beam patterns, including focused Gaussian and alternative to Gaussian, such 
as complex patterns without lens or focus may be utilized. See, Column 6, Lines 42- 
50 and Column 6, Lines 58-65, and particularly description of a non-circular or non- 
Gaussian beam. 

In Example 2 of Column 7, and particularly Lines 40-41, an assumption of a 
Gaussian beam profile is made to simplify the explanation of the related experiment. 
The use of a Gaussian beam for such a purpose only serves to clarify that damage 
occurs where the pulse fluence exceeds the breakdown threshold fluence. 

One of ordinary skill would naturally understand that the best mode and relatively 
simple case as stated in the specification, and particularly with reference to Examples 1 
and 2, shows a best mode case for illustrating the broader teaching that the beam 
shape determines the breakdown shape and any method of choice as taught may be 
selected to provide the same result. Such other methods of choice are, for example, 
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Fourier Transform, operation in non-TEMoo mode, and other shaping, as stated in 
Column 2, Line 63 to Column 3, Line 2 and Column 6, Lines 42-65, for the purpose 
of showing beam shaping. Fourier Transform ("FT") shaping which does not rely on 
lens or focus was known at least as early as its publication in the textbook entitled 
Optics, by E. Hecht and A. Zajac (1974, Addison-Wesley). See Attachment D 
containing description of excerpts from the Optics textbook, and particularly Chapters 
1 1 and 14 pertaining directly to Fourier Optics and Chapter 7 pertaining generally to the 
basic concept of superposition. An IDS contains Chapter 7, 1 1 and 14 of Optics. 

Furthermore, one of ordinary skill would understand that the shape of the 
ablation would follow the shape of the beam pattern where it exceeded the fluence 
breakdown threshold as described in the lower half of Column 6. 

Note particularly Column 6 at Lines 58-65 which describes "operation in other 
than TEMoo mode" which means that "the beam need not be circular or Gaussian." 

Thus, one of ordinary skill would understand that a beam pattern, formed by the 
variety of methods stated, are scanned beneath the surface of the material and ablation 
occurs where the fluence breakdown threshold is exceeded. To further ensure this 
understanding, '186 further teaches that a specific mechanism for damage may be 
avalanche ionization and provide formulae where the fluence for damage is 
determinable according to measured coefficients. See mathematical derivations in the 
last half of Column 7 to the top of Column 8 and, substantially, all of Columns 9 and 
10. These teachings show that when the beam or pulse is directed to the material with 
or without focusing, encompassing any one or more of adjacent, at and beneath, 
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damage will occur at the surface and in the material where free electron density 
exceeds a specific value which is related to breakdown threshold fluence. 

In conclusion, the 5,656,186 teachings show that damage will occur at the 
surface AND IN the material where free electron density exceeds a specific value which 
is related to breakdown threshold fluence. Thus, the specification teaches how to use a 
simple Gaussian beam to create patterns in a material, and states that the "basic 
method of the invention" may be employed utilizing alternatives to create patterns in a 
material. Thus, the inventors showed generally how to "scan a beam" of a more 
complex nature "along a predetermined path beneath the surface of a material" without 
restricting the method to only a focused Gaussian beam. This conclusion and reasons 
supporting same are also supported by the Declaration of John Nees in Attachment E. 

Applying the applicable law to the present Application, it is evident that limitations 
pertaining to a particular embodiment are not to be read into the claims. As a result, 
present claim 62, like all pending claims, is fully supported by the specification which 
meets the requirements of 35 U.S.C. § 112. 

SUPPLEMENTAL INFORMATION DISCLOSURE STATEMENTS 

Applicants submitted Supplemental Disclosure Statements (IDS) dated January 
24, 2003, June 11, 2003, July 21, 2004 and October 28, 2004. It appears that those 
dated January 2003, June 2003 and October 2004 were not considered. It is requested 
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that Examiner assist in identifying any previously submitted IDS that has not yet been 
acknowledged in the Office Actions and provide an initialed copy of same. 

CONCLUSION 

It is believed that all of the stated grounds of rejection have been properly 
traversed, accommodated, or rendered moot. Applicant therefore respectfully requests 
that the Examiner reconsider and withdraw all presently outstanding rejections. It is 
believed that a full and complete response has been made to the outstanding Office 
Action, and as such, the present application is in condition for allowance. Thus, prompt 
and favorable consideration of this amendment is respectfully requested. 

If this present submission does not result in allowance of all claims, the Examiner 
is requested to telephone the undersigned at (248) 641-1600 before issuing another 
Office Action. 

Respectfully submitted, 



i M. Descr 
Reg. No. 34,811 



Dated: /3S^h.J^ z»* <r ^//(JAhj^ 

Linda M. Deschere 

Harness, Dickey & Pierce, P.L.C. 
P.O. Box 828 

Bloomfield Hills, Michigan 48303 
(248)641-1600 

Index of Attachments: 

Attachment A: Claims as Pending 
Attachment B: Copies of Cited Case Law 
Attachment C: Highlighted Copy of U.S. Patent No. 5,656,1 86 
Attachment D: Description of Excerpts from Textbook Entitled: Optics . 

by E. Hecht and A. Zajac (1974, Addison-Wesley) 
Attachment E: Declaration of John Nees under 37 C.F.R. § 1.132 
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ATTACHMENT A 

CLAIMS AS PENDING 



Title: METHOD FOR CONTROLLING CONFIGURATION OF LASER 
INDUCED BREAKDOWN AND ABLATION 
Serial No. 09/775,069 Filing Date: February 1 , 2001 
Our File No. 2115D-00939/DVD 



STATUS OF CLAIMS 

Claims 1-45 of the Application were cancelled. . 
Claims 46-67 were previously added. 

Claims 46, 52, 54, 55, 60 and 61 were previously amended by 
Amendment dated November 15, 2002. 
Claim 67 is amended herewith. 
Claims 46-67 as amended herewith are attached. 



CLAIMS AS PENDING 

Title: METHOD FOR CONTROLLING CONFIGURATION OF LASER 
INDUCED BREAKDOWN AND ABLATION 
Serial No. 09/775,069 Filing Date: February 1, 2001 
Our File No. 2115D-00939/DVD 

46. A method for laser induced breakdown (LIB) of an organic material 
with a pulsed laser beam, the material being characterized by a log-log 
relationship between fluence threshold at which breakdown occurs versus laser 
pulse width, the relationship exhibiting a change in slope, at a characteristic laser 
pulse width, said method comprising the steps of: 

generating at least one laser pulse which has a pulse width equal to 
or less than said characteristic laser pulse width and a fluence greater than 5 
J/cm 2 ; and 

providing a path by which said pulse is directed toward the surface 
of the material. 

47. The method according to claim 46 wherein the material is a 
biologic material, the pulse width is in the range of from about 10 to about 
10,000 femtoseconds, and wherein the pulse has an energy of from about 1 
nanojoule to about 1 microjoule. 

48. The method according to claim 46 wherein the spot size is 
variable within a range of from about 1 to about 100 microns by changing the f 
number of the laser. 
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49. The method according to claim 46 wherein the spot size is variable 
within a range of from about 1 to about 100 microns . 

50. The method according to claim 46 wherein the material is 
transparent to radiation emitted by the laser and the pulse width is from about 
10 to about 10,000 femtoseconds and wherein the pulse has an energy of from 
about 10 nanojoules to about 1 millijoule. 

51 . The method according to claim 46 wherein the pulse width is from 
about 10 to about 10,000 femtoseconds and wherein the pulse has an energy 
of from about 10 nanojoules to about 1 millijoule. 

52. A method for laser induced breakdown (LIB) of an organic material 
with a pulsed laser beam, the material being characterized by a log-log 
relationship of fluence threshold at which breakdown occurs versus laser pulse 
width, the relationship exhibiting a substantially negative change in slope, with 
respect to decreasing pulse width, at a predetermined laser pulse width where 
the onset of plasma induced breakdown occurs, said method comprising the 
steps of: 

generating a laser beam including at least one laser pulse which 
has a pulse width equal to or less than said predetermined laser pulse width, and 
has a fluence greater than 5 J/cm 2 ; and 
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providing a path by which said pulse is directed toward the surface 
of the material so that the laser beam defines a spot and has a lateral gaussian 
profile characterized in that fluence at or near the center of the spot is greater 
than the threshold fluence whereby the laser induced breakdown is ablation of an 
area within the spot. 

53. The method according to claim 52, wherein the spot size is a 
diffraction limited spot size providing an ablation cavity having a diameter less 
than a fundamental wavelength size. 

54. A method for laser induced breakdown (LIB) of an organic material 
with a pulsed laser beam, the material being characterized by a relationship of 
fluence threshold at which breakdown occurs versus laser pulse width that 
exhibits a change in slope to a slowly varying threshold value at a 
predetermined laser pulse width where the onset of plasma induced breakdown 
occurs, said method comprising the steps of: 

a. generating a pulsed laser beam including at least one laser pulse 
which has a pulse width equal to or less than said predetermined laser pulse 
width, and has a fluence greater than 5 J/cm 2 ; and 

b. providing a path by which said pulse is directed toward the surface 
of the material, wherein the pulse width is in a range of from about 10 to about 
10,000 femtoseconds and wherein the beam has an energy in the range of from 
about 10 nanojoules to about 1 millijoule. 
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55. A method for laser induced breakdown (LIB) of an organic material 
by plasma formation with a pulsed laser beam, the material being characterized 
by a relationship of fluence threshold at which breakdown occurs versus laser 
pulse width that exhibits a change in slope at a characteristic laser pulse width, 
said method comprising the steps of: 

a. generating at least one laser pulse which has a pulse width equal 
to or less than said characteristic laser pulse width, said characteristic pulse 
width being defined by the log ablation threshold of the material as a function of 
log pulse width position where the ablation threshold function is no longer 
proportional to the square root of pulse width, and has a fluence greater than 5 
J/cm 2 ; and 

b. providing a path by which said pulse is directed toward the surface 
of the material so as to induce breakdown by plasma formation in the material. 

56. The method according to claim 55 and further including: 

a. identifying a pulse width start point; 

b. focusing the laser beam initial start point at or beneath the surface 
of the material; and 

c. scanning said beam along a predetermined path in a transverse 
direction. 

57. The method according to claim 55 and further including: 
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a. identifying a pulse width start point; 

b. focusing the laser beam initial start point at or beneath the surface 
of the material; and 

c. scanning said beam along a predetermined path in a longitudinal 
direction in the material to a depth smaller than the Rayleigh range. 

58. The method according to claim 55 wherein the breakdown 
includes changes caused by one or more of ionization, free electron 
multiplication, dielectric breakdown, plasma formation, and vaporization. 

59. The method according to claim 55 wherein the breakdown 
includes plasma formation. 

60. A method for laser induced breakdown (LIB) of an organic material 
with a pulsed laser beam, the material being characterized by a log-log 
relationship between fluence threshold at which breakdown occurs versus laser 
pulse width, the relationship exhibiting a change in slope, at a characteristic 
laser pulse width, said method comprising the steps of: 

generating at least one laser pulse which has a width equal to or less 
than said characteristic laser pulse width where the laser pulse width is in a 
range of from about 10 to about 10,000 femtoseconds, the pulse has an energy 
of from about 10 nanojoules to about 1 millijoule, and the pulse has a fluence 
greater than 5 J/cm 2 ; and 
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providing a path by which the pulse is directed toward the surface of the 
material. 

61 . A method for laser induced breakdown (LIB) of an organic material 
with a pulsed laser beam, said method comprising the steps of: 

generating a pulsed laser beam including at least one laser pulse having 
a pulse width equal to or less than a characteristic pulse width, the characteristic 
pulse width defined by a region of a log-log relationship between breakdown 
fluence threshold versus laser pulse width, for said organic material, which 
exhibits a departure from a square root dependence, and having a fluence 
greater than 5 J/cm 2 ; and 

providing a path by which said pulse is directed toward the surface of the 
material. 

62. The method according to any of claims 46,52,54,55 60, and 61 
comprising scanning the beam along a predetermined path beneath the surface 
of the material to induce LIB therein. 

63. The method according to any of claims 46, 52, 54, 55, 60 and 61 
comprising LIB in a spot without adversely affecting peripheral areas adjacent to 
the spot. 
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64. The method according to any of claims 46, 52, 55 and 61 wherein 
the beam comprises one or more pulses with pulse width in the range of 10 
femtoseconds to 10 picoseconds. 

65. The method according to any of claims 46, 52, 55 and 61 wherein 
the beam comprises one or more pulses with pulse energy in the range of 1 
picojoule to 1 joule. 

66. The method according to any of claims 46, 52, 54, 55, 60 and 61 
wherein the repetition rate is between one pulse per second and 100 million 
pulses per second. 

67. The method according to any of claims 46, 52, 54, 55, 60, and 61 
wherein the beam comprises one or more pulses with a wavelength within at 
least one of the following ranges: 100 nm to 200 nm, 200 nm to 300 nm, 
300 nm to 700 nm, 700 nm to 1000 nm, 1000 nm to 1100 nm, 1100 nm to 1400 
nm, 1400 nm to 1600nm, 1600nm to 2000 nm. 
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Vineyards photographs states, in relevant part, = 
u [n]o rights are granted until timely payment 
is made." Greenfield Aff„ Ex. A. The invoice 
contains a handwritten notation indicating "pd 
balance 1146.00 chk #18708 paid 5/15." 
Greenfield Aff., Ex. A. Plaintiffs therefore ar- 
gue that the invoice did not become effective 
until- May- 15, 1996, and thus did not expire 
until May 15, 1997, a date later than the copy- 
right registration date of April 25, 1997. Un- 
der these circumstances, Greenfield may be 
entitled to statutory damages and attorneys' 
fees pursuant to § 412; 

Therefore, TVG's motion for summary 
judgment as to Plaintiffs' claims for statutory 
damages and attorneys' fees is granted as to 
the Whittingham photographs, the photo- 
graphs displayed in the promotional bro- 
chures, and the four internegatives TVG sup- 
plied 'to M&M. TVG's motion for summary 
judgment as to Plaintiffs' claims for statutory 
damages and attorneys' fees with respect to 
the'Vineyards photographs is denied. 

^ , . Conclusion r 

r. For the reasons outlined above, the follow- 
ing orders shall be entered: 

1. TVG's counterclaims against Plaintiffs shall 
be DISMISSED. 

2. TVG's motion for summary judgment on 
Counts I (copyright infringement), II (Lanham 
Act), III (contract), and IV (quantum meruit) 
of Plaintiffs' complaint is DENIED, except 
that the Court finds that Plaintiffs shall not be 
entitled to statutory damages or attorneys' fees 
under 1 ! 5 U.S.C. § 42 with respect to the Whit- 
tingham photographs, the photographs dis- 
played in the promotional brochures, and the 
four internegatives TVG supplied' to M&M. 

3. Plaintiffs' claims against the Rods shall be 
DISMISSED, and the Rods shall be dismissed 
as defendants in this action, TVG's motion for 
summary judgment as to Count V of Plain- 
tiffs' . complaint is correspondingly 
GRANTED. 

4. M&M's motion to dismiss Plaintiffs* com- 
plaint pursuant to F.R:C.R 12(b)(1) and 
12(h)(3) is DENIED. 

5i Plaintiffs' motion for partial summary judg- 
ment as to Count I against TVG is 
GRANTED as to the photographs displayed at 
the Whittingham and Vineyards facilities, and 
DENIED as to the four internegatives TVG 
supplied to M&M. 
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6: Plaintiffs'- motion for partial summary judg- 
ment as to Count III against TVG is DENIED. 

7, Plaintiffs' motion for partial summary judg? 
rrient as to Count* I against M&M is 
GRANTED with respect to all relevant photo- 
graphs except #051695-C-2. 

8. Plaintiffs' motion for partial summary judg- 
ment as to i . Count III against M&M is 
GRANTED. 



Resonate Inc. v. Alteon WebSystems 
Inc. 

U.S. Court of Appeals 
Federal Circuit 

v- ; - Nos. 02-1201, -1225 

Decided August 5, 2003 

PATENTS 

[1] Patent construction — Claims — 
Broad or narrow (§ 125:1303) 

Patent construction — Claims — Defin- 
ing terms (§ 125.1305) 

Claim for method of processing client re- 
quests for resources from large World Wide 
Web site, in which multi-node Internet server 
performs step of "transmitting the requested 
resource to the client," does hot require that 
data transmission path from selected server to 
client bypass "load balancer" used to service 
incoming client requests, since disputed claim 
language does not indicate whether requested 
data must be sent through load balancer or by- 
pass it, since requirement that data bypass 
load balancer on its return trip to client cannot 
be inferred from inventor's failure to specify 
transmission path from server to client, since 
such requirement is riot "natural conse- 
quence" of other limitations set forth earlier in 
claim, since fact that written description de- 
scribes bypass feature as solution to prior art 
problem of potential bottleneck at load bal- 
ancer does not, absent explicit claim language 
relating to bottleneck, require invention to in- 
clude bypass feature, since limitation may not 
be read into claim from preferred embodi- 
ment, and since nothing in prosecution history 
warrants inclusion of bypass requirement. 



BEST AVAILABLE COPY 

Resonate Inc. v. Alteon WebSystems Inc: 
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[2] Patent construction Claims — In 
general (§125.1301). . 

JUDICIAL PRACTICE AND 
PROCEDURE 

Jurisdiction — Subject matter jurisdic- 
tion — In general (§ 405.0701) 

Procedure — Judicial review — Appeal- 
ability (§ 410.4603)- - • 

Patent infringement defendant's "cross- 
appeal," filed in response to plaintiffs appeal 
of federal district court's claim construction 
order,, is dismissed, since defendant's filing, in' 
essence, asks for advisory opinion as to con- 
struction of claim limitations that are not at is- 
sue in present appeal, and thus are not prop- 
erly before appellate court. 

Particular patents — Electrical — Inter- 
net server 

5,774,660, Brendel, Kring, Liu, and 
Marino, World Wide Web server with delayed 
resource-binding for resource -based load bal- 
ancing ,on a distributed resource multi-node 
network, judgment of noninfringement va- 
cated and remanded. 



Appeal from the U.S. District Court for the 
Northern District of California, Wilken, J. 

Action by Resonate Inc. against Alteon 
WebSystems Inc. for patent infringement. 
Plaintiff appeals from judgment of nonin- 
fringement. Vacated and remanded. . ; : i 
. Robert- P. Zeldman,- Elizabeth M. Saunders, 
Roger J., Chin, and Maura L. Rees, of Wilson 
Sonsini Goodrich & Rosati, Palo Alto, Calif., 
for plaintiff-appellant., 

H. Mark Lyon, Jonathan C. Dickey, David 
A. Zonana, and Gillian Thackray, of Gibson, 
Dunn & Crutcher, Palo Alto, for defendant/ 
cross-appellant, . 

Before Bryson, circuit judge, Plager, senior 
circuit judge, and Prost,. circuit judge. 

Plager, S J. 

Resonate Inc. . owns U.S. Patent No. 
5,774,660,. entitled "World- Wide- Web Server 
with Delayed. Resource- Binding for Resource- 
Based Load. Balancing on a Distributed Re- 
source Multi-Node Network." Resonate filed 
suit in the United* States District Court for the 
Northern District of California against Alteon 



WebSystems^.. Inc; alleging infringement of 
claim. 6 of the '660 patent. The district court 
held a Markman hearing and entered a claim 
construction order. Thereafter, based on the 
court's interpretation of a particular limitation 
in claim 6, Resonate stipulated that it could 
not prevail on its claim of infringement, either 
literal, or under the doctrine of equivalents. 
Subsequently, the district court entered final 
judgment of noninfringement in favor of Al- 
teon. Because the. trial court erred in its con r 
struction of the limitation at issue, we vacate 
the judgment and remand for further proceed- 
ings, 

BACKGROUND 

A.' 

The Internet is a global network connecting 
millions of computers in more than 100 coun- 
tries. The World Wide Web, a collection of 
files, or *web pages,' containing text, graphics, 
audio, and video, as* well as 'hyperlinks' to 
other web pages, has become a central part of 
the Internet. Consumers typically access the 
web using client software applications known 
as web browsers that run on their personal 
computers. 

Every web page is identified by a unique 
Uniform Resource Locator (URL). Web pages 
are stored on 'web sites,' locations on the 
World Wide \Veb comprising one or more 
computers, known as servers. Every web site 
has a home , page, which is identified by a 
URL and is the first document users see when 
they first connect to the web site. Also associ- 
ated with each web- site is a domain name, 
usually part of the URL. 

Each web t server typically is identified by a 
unique 32-bit numeric address known as an 
Internet Protocol address; or IP address. When 
a user requests a web. page by entering a URL 
into a browser, the URL is sent to a domain 
name system' (DNS) server, which uses a 
look-up table to translate the domain name in 
the URL into the IP address of a server asso- 
ciated with the web site being accessed. That 
IP address is returned to the browser, which 
then uses the address to initiate a communica- 
tions session with the server that contains the 
desired web page. 

While smaller web sites may be served by 
a single computer, ..larger web sites that re- 
ceive a large number of requests from clients 
(i.e., users accessing the web) may require 
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multiple' computers acting as servers. Such a 
^ .configuration is referred to as,ia_'server farm' = 
, or 'web farm.' If a web site resides on more 
/ than one server, a mechanism is needed for 
distributing client requests among the multiple 
servers so that no single server is overloaded. 
This process is referred to as 'load-balancing.' 
In a prior art approach described in the '660 
patent* each server in a server farm contains a 
copy of the entire web site. Using a method 
known as -'round-robin load-balancing,' re- 
quests from users to access web pages on the 
web site are sent to the servers in a rotating 
fashion. This is implemented by including 
multiple IP addresses, one for each server, in 
the look-up table of the DNS server, and re- 
turning the IP addresses to clients in a round- 
robin fashion. 

; I One ' drawback of round-robin load- 
balaricing is that if one of the servers associ- 
ated with a ; web site 'crashes,* clients will re- 
ceive error messages when attempting to ac- 
cess the defective IP address of the crashed 
server because it may take several hours' or 
even days 'before the defective IP address is 
removed : from DNS server caches and 
browser caches, which temporarily : store IP 
addresses. Ah alternative prior art solution, 
'router-based load-balancing/ mitigates this 
problem by placing a router as an intermedi- 
ary between browser clients and a web site's 
server farm. The IP address of the router is the 
only. IP address available to DNS servers as 
the IP address corresponding to the web site. 
Thus all requests from client browsers to ac- 
cess the^web site are sent to the router, which 
then uses an algorithm to determine which 
server in the server farm should service the re- 
quest. The router retransmits the browser's re- 
quest to. the selected server, which transmits 
the requested file back to the router, which in 
turn retransmits the file to the browser. Each 
transmission is accomplished via a separately 
established connection. 1 



<. ?. In the context of; the Internet, a 'connection' is not 
a physical one but instead is a logical circuit allowing 
for the exchange of information between two comput- 
ers, the standard protocol suite used on the Internet is 
TCP/IP, named after the two main protocols included in 
the suite, TCP (Transmission Control Protocol) and IP 
(Internet Protocol). As already mentioned, the IP proto- 
col provides the addressing scheme used on the Inter- 
net; it also specifies the format of data packets. The 
TCP protocol governs the exchange of information via 
TCP/IP packets necessary to establish a connection be- 
tween two computers. 



The '660 patent identifies 1 two problems 
with the priori art router-based-load-balancing 
approach; First, each server in a server farm 
must store a complete copy of the entire web 
site, i.e., the content must .be mirrored. This 
implementation may be .expensive, especially 
for certain web applications such as multime- 
dia and video that consume large amounts of 
disk space. A second disadvantage of the 
router-based system is that all data transfers 
go through the router. When large amounts of 
data (e.g., video files) are sent from a server 
to a client browser through the router, a bottle- 
neck may occur at the router and adversely af- 
fect system .performance. 

The invention described in the '660 patent, 
referred to as 'resource-based' or 'content- 
based' load-balancing, solves the first problem : 
by distributing the web site's content among 
the servers: A router, also referred to in the 
patent as a load balancer, first determines 
what type of information the client is request- 
ing and then selects a server to handle the re- 
quest based on the content requested. The 
patent refers; to this,, feature as 'delayed 
resource-binding.' As described in the pre- 
ferred embodiment; a connection-is first estab- 
lished between the client and the load; bal- 
ancer. Once the load balancer has selected the 
appropriate server, the connection is trans- 
ferred- to the-- server; -and the server provides 
the requested file to the client. 

In the preferred embodiment of the, '660 
patent, delayed resource-binding is., accom- 
plished by - specific modifications to the 
TCP/IP protocol. The methodology disclosed 
as the preferred embodiment also solves the 
second problem identified in the prior art-^the 
potential bottleneck at the router caused when 
large amounts of data are sent from the server 
to the client browser via the router. As de- 
scribed in the patent, the process permits data 
transmitted from the selected server back to 
the client to bypass the load balancer. This 
'bypass' feature eliminates, the bottleneck that 
might otherwise occur at the load balancer. 

B. 

The dispute between the parties centers on 
whether claim 6, the only claim at issue, by its 
terms requires the data transmission path from 
the selected server back to the client to bypass 
the load balancer. Claim 6 provides (emphasis 
added to highlight the disputed claim limita- 
tion): 
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6. A computer-implemented method of 
servicing requests; for resources from a cli- 
ent by nodes containing different resources, 
the computer-implemented method com- 
prising the steps of: 

making a connection and setting up a 
session between the client and a load bal- 
ancer at a web sit£ for servicing requests 
from clients; 

= JVaitJDg J®1 ,AM^J^^i=&9M=&^J^Z^ 
ent once the load balancer has made the 
connection with the client; 

receiving the URL request from the cli- 
ent and decoding the URL request to deter- 
mine a requested resource; 

comparing an identifier for the requested 
resource to identifiers for resources located 
on a plurality of nodes and determining a 
first subset of the plurality of nodes which 
contain the requested resource and a second 
subset of the; plurality of nodes which do 
not contain the requested resource; .* _ 

assigning the URL request to an assigned 
node in the first subset of the; nodes which 
contain the requested resource, by deter- 
mining the assigned node to be a server in 
the first subset of the nodes which is least 
busy processing requests, wherein the as- 
signed node is not in the second subset; 

transferring the connection ; and the ses- 
sion setup to the assigned node containing 
the requested resource by storing packets 
received from the client* when establishing 
the connection and By transmitting the 
packets to the assigned' node after the URL 
request is received; 

reading the requested resource oa the as- 
signed node and transmitting the requested 
resource to the client, 

whereby the assigned node is selected 
based on a location of the requested re- 
source determined from the URL request 
and load balancing is performed among 
nodes having the requested resource and the 
connection is transferred from the load bal- 
ancer to the assigned, node by re- 
transmitting the packets to the assigned 
node. 

The key phrase "transmitting the requested 
resource to the client" lies at the heart of the 
dispute.. The district court , construed the 
phrase to mean "transmitting outbound data 



packets from the server directly to the client 
using the connection with the client which 
was transferred to the server, causing the out- 
bound data to bypass the load balancer." 
(Emphasis added.) In other words, the district 
court held that claim 6 requires the bypass 
feature. 

In the accused devices, Alteon's Web 
Switch products running WebOS software, all 
data transmitted from the selected server to 
__the -client ^passes, through ^the^ load .balancer.^ 
Under the district court's construction, the ac- 
cused devices could not infringe claim 6. Ac- 
cordingly, the patentee Resonate stipulated 
that it could not prevail under the district 
court's construction of the disputed limitation; 
a judgment of noninfringement was entered. 

Resonate timely appeals the final judgment 
entered by the district court. Alteon supports 
the district court's construction and judgment, 
and in addition has filed what it denominates 
as a cross-appeal. In. its cross-appeal Alteon 
states that, in the event we disagree with the 
district court's construction of the phrase 
"transmitting the requested resource to the 
client, " and the matter is returned to the dis- 
trict court for possible trial before a jury, we 
should "supplement" the court's construction 
of two additional limitations in claim 
6 — "making a connection" and "transferring 
the connection." 

DISCUSSION 

A. 

The single issue raised on appeal by Reso- 
nate is the correctness of the district court's 
claim construction of the disputed phrase in 
claim 6. Claim construction is a matter of law 
over which we exercise independent review. 
Cybor Corp. v. FAS Techs., Inc., 138 F.3d 
1448, 1456 [46 USPQ2d 1169] (Fed. Cir. 
1998) (en banc). 

As always, we begin our claim construction 
analysis with the language of the claim. There 
is a "heavy presumption" that the terms used 
in claims "mean what they say and have the 
ordinary meaning that would be attributed to 
those words by persons skilled in the relevant 
art." Tex. Digital Sys., Inc. v. Telegenix, Inc., 
308 F.3d 1193, 1201 [64 USPQ2d 1812] (Fed. 
Cir. 2002). After identifying the ordinary 
meaning of a disputed claim term, we turn to 
the patent's written description and drawings 
to determine whether that meaning is incon- 
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: sistent with the _ P^enj^ s use ^ the term, 
Rexnord Corp. v. Laitram Corp., 274 F.3d 
1336, 1342 [60 USPQ2d 1851] (Fed. Cir. 
2001), for example whether the patentee has 
specially defined the term or otherwise limited 
die scope of the claim. SciMed Life Sys., Inc. 
v., Advanced Cardiovascular Sys., Inc., 242 
F.3d 1337, 1344 [58 USPQ2d 1059] (Fed. Cir 
2001).-, 

j i However, the written description is not a 
substitute for, nor can it be used to rewrite, the 
chosen claim language. Though understanding 
the claim:language may be aided by the expla- 
nations contained in the written description, it 
is important not to import into a claim limita- 
tions that are not a part of the claim. For ex- 
ample, a particular embodiment appearing in 
the written description may not be read into a 
claim when the claim language is broader than 
the, embodiment. Electro Med. Sys., SA. v. 
Cooper Life Scis.; Inc., 34 F.3d 1048 [32 
USPQ2d 1017] (Fed: Cir. 1994). In addition to 
the written description, prosecution history 
may be relevant to the claim construction pro- 
cess because statements made by a patentee 
during prosecution also may affect the scope 
of the claimed invention. Rexnord, 21 A F3d at 
1343, • r v ,; . 

x [l].'The> disputed language in claim 
6 — "transmitting the requested resource to the 
client"— rspecifies nothing regarding the trans- 
mission path over which the requested data 
must be sent. It merely requires the requested 
resource to be transmitted from the "assigned 
node", (the server identified as the "least busy 
processing requests'*' from among those that 
contain the requested resource) to the client 
that initiated the request. The limitation con- 
tains ; no t language regarding the load balanc- 
er's involvement in the transmission of the re- 
quested resource to the client; by its terms, the 
limitation fails to specify whether data must 
pass through or bypass the load balancer. 
Thus, based on the plain language of the dis- 
puted limitation, any transmission path from 
the selected server to the client appears to be 
within the scope, of claim 6. The question then 
becomes..: whether there is sufficient 
reason^-in the other language contained in the 
claim,* in the written , description, or in the 
prosecution history— to read into the claim the 
. further limitation that the data must bypass the 
: load balancer on its return to the client. 

The district court based its claim construc- 
tion primarily on its observation that every 



^other stepofclaim 6 is described^in detail; in- = 
eluding every interaction between the client, 
load balancer, and assigned server. From this! 
the < court inferred that if the requested data 
passed through the load balancer on its way to 
the client, that step would have been detailed 
in the claim as well. Because the limitation 
-simply requires the server to transmit the re- 
quested . resource to the client, the district 
court; held that the language implies that the 
load balancer is bypassed. 

The district court's 'level of detail* analysis 
does hot; withstand close scrutiny. The paten- 
tee's; [apparent choice riot, to specify a trans- 
mission path from the server to the client led 
the district court to add a limitation that the 
requested resource be transmitted directly to 
the client. But patentees are not required to 
claim each part of an invention with the same 
amount of detail; , indeed, such a rule likely 
would prove unworkable. Courts may not re- 
write xlaim language based on what has been 
omitted from a claim, and the district court's 
attempt to do so here was legal error. See K-2 
Corp. v. Salomon: S.A. y 191 F.3d 1356, 1364 
[52 USPQ2d 1001] (Fed. Cir. 1999) ("Courts 
do- t not rewrite claims; instead, we give effect 
to the terms chosen by the patentee."); Auto- 
giro Co. of Am. v. United States, 384 F 2d 391 
39ft [155 USPQ 697] (Ct. CI. 1967) ("Courts 
can neither broaden nor narrow the claims to 
give the patentee something . different than 
what he has set forth."). 

* Alteon argues that the district court's read- 
ing ofcthe plain .language of the claim is cor- 
rect when the claim is considered as a whole. 
According to Alteon, bypassing the load bal- 
ancer is the natural consequence of other limi- 
tations set forth .earlier in the claim. While it 
is true that a disputed claim limitation is con- 
strued in the context of other words and limi- 
tations in the claim, see Brookhill-Wilk I, LLC 
v. Intuitive Surgical, Inc., No. 02-1145, 2003 
WL 21488142, at *1 [67 USPQ2d 1132] (Fed 
Cir. June 27, 2003), that canon of claim con- 
struction does not help Alteon here. 

1 Most of the steps set out in claim 6 relate to 
the process of selecting a server based on the 
resource requested by the client. After the ini- 
tial step of "making a connection" between 
the client and load balancer, the claim in- 
cludes several steps detailing the server selec- 
tion^ process, followed by the step of "trans- 
ferring the connection" to the selected server. 
These steps constitute the 'delayed resource- 
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binding' aspect of the invention; a connection 
between the client and a server is not made 
until the load balancer determines . which 
server should receive the client's .request. ■ 
Only the final step of claim 6 involves trans- 
mitting the requested resource back to the cli- 
ent, ■ 

The crux of Alteon's argument is that once 
the connection is transferred to the server, 
transmission of data from the server to the cli- 
ent must occur over that connection, and* use 
of that connection must necessarily cause the 
data to bypass the load balancer. This line-of 
reasoning is flawed/. First, nothing in claim 6 
requires that the requested resource be trans- 
mitted to the client using the transferred con- 
nection. Second, and the issue focused on by 
the .parties, is that even if data transmitted 
from the server to the client uses the trans- 
ferred connection, no language in the claim 
indicates that data transmitted via the trans- 
ferred connection necessarily bypasses the 
load balancer. 

- Alteon fills in the missing language by ar- 
guing that a proper understanding of the term 
"connection" in the TCP/IP context requires 
'thaf the transferred connection must bypass 
the load balancer. We agree with Resonate that 
Alteon's view isoverly narrow for at least two 
reasons. Firsti as 'the district court correctly 
held, nothing' in the language of claim 6 re- 
quires the connection to be defined in terms of 
TCP/IP. In holding that a connection is estab- 
lished by the exchange of information 
uniquely identifying the connection; the dis- 
trict court accepted a portion of Alteon's pro- 
posed construction, to which Resonate eventu- 
ally acceded. The court, however, declined to 
restrict its construction to the specific unique 
information Alteon argues is required by. a 
TCP connection. . ... 

Second, even if it is proper to consider the 
TCP/IP context when construing the term 
"connection," 'there is no basis for limiting 
the interpretation to" the particular TCP con- 
nection Alteon proposes. As Resonate cor- 
rectly points out, the written description of the 
'660 patent teaches that TCP/IP can be modi- 
fied to achieve desired routing of data packets. 
Therefore, even if one interpreted the term 
"connection" in the context of TCP/IP, it 
would be improper to restrict the meaning'to 
any particular implementation of TCP/IP. We 
conclude that the language of claim 6, both 
the disputed phrase and the other language of 



the claim, does not require data transmitted 
from the server to the client to bypass the load 
balancer. 

The next question to be addressed is 
whether the written description limits the 
scope of the claim. Alteon argues that the 
written description establishes that the 
claimed invention must include the bypass 
feature to avoid the potential bottleneck at the 
load balancer when large files are transmitted 
from the server to the client via the load bal- 
ancer. In support of its position, Alteon refers 
us to several passages in various parts of the 
written description, including the abstract, 
"Background of the Invention," and "Sum- 
mary of the Invention" sections, all of which 
discuss the bottleneck, problem. In response, 
Resonate cites portions of the written descrip- 
tion, including a section entitled "Advantages 
of the Invention" and an overview of the in- 
ventive method in the "Summary of the In- 
vention" section, from which any mention of 
bypass is conspicuously missing. 

Alteon accuses Resonate of ignoring bypass 
as one of the main inventive features by selec- 
tively citing parts of the written description. 
Resonate responds by criticizing Alteon for 
focusing on the bypass feature to the exclu- 
sion of the other main aspect of the invention, 
arguing that the key novel feature of the in- 
vention is the delayed resource-binding, 
which allows for content-based load- 
balancing and eliminates the need to mirror 
content on the multiple servers comprising a 
web site's server farm. The bypass feature, 
Resonate contends, is an additional, inventive 
aspect, not included within the particular 
terms of claim 6. 

The issue at this point may be stated thus: 
when the written description sets out two dif- 
ferent problems present in the prior art, is it 
necessary that the invention claimed, and thus 
each and every claim in the patent, address 
both problems? We conclude that on the 
record in this case, the answer is no. While not 
explicitly mentioning the prior art problem of 
having to store complete copies of the web 
site's content on multiple servers, claim 6 con- 
tains provisions that refer to the solution to 
this problem:' the preamble language indicat- 
ing that the nodes (servers) contain different 
resources, and the steps relating to the delayed 
resource-binding aspect of the invention. The 
claim does not, however, make any reference 
to the bottleneck problem or to the bypass so- 
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lutibh of that problem. Therefore, without ex- 
, plicit claimianguageirelating =1 tO-.theJbptil(Mieck_ = 
problem, we see no reason why the invention 
as recited dnxlaim 6 must include the bypass 
feature described in the written description as 
a solution to that problem. See Honeywell, 
Inc. ^'Victor Co. of Japan, 29% F3d 1317 [63. 
USPp2d 1904] (Fed. Cir. 2002) (holding that * 
claimed invention did not need to solve both 
I^biemsjn/fiie prior art when claim included 
language addressing only one problem). ; ; 

.^Alteon also relies on the "Detailed pescrijp- 
tipn" portion 'of the written description ; and 
the i preferred 1 : embodiment , contained therein 
fotsuppprt^.of imposition that claim 6 must 
include^ ffie'% It is undisputed 

that m the preferred^ embodiment of the '66Q 
patent;' data transmitted from the server to the 
client bypasses the load balancer. Indeed, the 
"Detailed.. Description" section contains a 
subsection Entitled "Outgoing Data Bypasses 
Load-Balancer." However, as rioted earlier, 
limitations, may not be read into a claim from 
a preferredembodiment when, the claim lan- 
guage is r broader than that embodiment. See 
Electro Med; Sys.,' 34 F.3d at 1054. In this 
case,' claim 6 is broader than the preferred em- 
bodiment because, as discussed, .there is no 
language in claim 6 relating to the bottleneck 
problem or the bypass solution of that prob- 
lem. 'Therefore, wc conclude that the bypass 
feature, .though shown as part of -the preferred 
embodiment andsdiscussed in the written de- 
scription as a solution to the potential bottle- 
neck; problem in the prior art, is not properly 
a limitation of claim 6. 

Nor is this conclusion undercut by anything 
in the prosecution history. The only argument 
in that regard that Alteon makes is that the ex- 
aminer required the inventors to combine both 
the steps of delayed load-balancing and trans- 
ferring the. connection before he allowed the 
patent to issue. Even if mis statement is true, 
wliich Resonate disputes, it is irrelevant be- 
cause the 'thrust of Alteon's argument stands 
oiirits cbiitehtipn, that bypass is an inevitable 
result of transferring the connection, an argu- 
ment we have ' rejected. Therefore, we see 
nothing in the prosecution history to alter our 
conclusion that claim 6 does not require that 
data, : transmitted from the server to the client, 
bypass the load balancer. 

. ^ :„,... B. 

[2] Alteon filed what it denominated as a 
cross-appeal in this case. In the event this 



court concludes that further proceedings are 
required in the district- court, Alteon asks th at, 
we "supplement" the district court's claim 
construction with respect to two other limita- 
tions in claim 6. Alteon notes that it does not 
disagree with the district court's basic con- 
struction of the phrases at issue in these other 
two limitations, but believes it would be help- 
ful if we would provide a "refinement" of the 
district court's work. On its face, this is not a 
cross-appeal. We agree with Resonate that the 
cross-appeal must be dismissed, and Alteon's 
reply brief based on its cross-appeal stricken 
from the record. 

The question of whether a cross-appeal is 
properly before us implicates our jurisdiction 
to decide the issues raised in the cross-appeal. 
No cross-appeal is needed in order for a pre- 
vailing party to present any legitimate argu- 
ment in support of the judgment below, even 
if the argument was rejected or ignored by the 
trial court. As we pointed out irr the court's 
Order in Bailey v. Dart Container Corp. of 
Michigan, 292 EM 1360, 1362 [63 USPQ2d 
1319] (Fed. Cir. 2002), a cross-appeal is nec- 
essary and appropriate only when a party 
seeks to enlarge its own rights under the judg- 
ment under' review, or to lessen the rights of 
its adversary under the judgment. Here Al- 
teon's base case is in support of the judgment 
as issued; its "cross-appeal" is a suggestion 
that; should it fail in that effort, it would like 
us to render an advisory opinion regarding 
matters hot properly before us. This we may 
not do: (As it turns out, we necessarily ad- 
dressed at least in part the matter Alteon at- 
tempted to raise. In our earlier discussion we 
considered ' the impact : of construing the 
"transmitting" limitation in the context of the 
claim as a whole, and concluded that the dis- 
trict court correctly declined to restrict any 
part of claim 6, including the "making a con- 
nection" and "transferring the connection" 
limitations, to the TCP/IP context.) : i 

We have considered the parties' other argu- 
ments, and find them to be unpersuasive or 
unnecessary for resolution of this appeal. 

CONCLUSION 

For the foregoing reasons, we hold that the 
district court erred in construing the limitation 
"transmitting the requested resource to the 
client" in claim 6 to require that data transmit- 
ted from the server to the client must bypass 
the load balancer. Accordingly, we vacate the 
district court's judgment of noninfringement 
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of the:^660 patent, and remand for further pro- 
ceedings not inconsistent with this opinion. ., 

'^mCMEDand 



In re MBNA America Bank N.A;- iV " 

!i y ■ ;u ^ XJ.S. Court of Appeals >n ; 
^r: r : - federal Circuit 

Decided August 15, 2003 . 

TRADEMARKS AND UNFAIR TRADE 
PIUCTlCES^- s , : fr 

[1] Registration and ; its r; efFects — Non- 
. T registrable subject matter — Descrip- 
:\-, &vt\ i 0 <\ deceptively ; misldescriptive 

,^§315.04OT)6 ^qV. ..':;, ¥ . - 

^Types of marks — Descriptiye — Par-' 
; ticuW \ ; ' 

, Substantialiyeyidence^ supports conclusion 
that applicant's ^'Montana Series" and. "Phila- 
delphia, Card" marks are merely descriptive of . 
applicant's services y\ since : those services are. 
properiy - characterized i as . "affinity ' ' credit 
card- services, in that: applicant offers, adver^ 
tises, and; provides credit cards depicting sub- 
ject, matters u appealing v to groups with various 
geographic > affinities* since marks at issue ,im- 
mediately. convey to consumers information 
afc>put . specificvregional affinity, or user group, 
to which applicant^, services; are directed,- and 
since marksjhus are merely descriptive of sig- , 
nificanti feature; ox characteristic of affinity 
crediUcardrSeryices,; namely, feeling of pride 
in ridentifipation with specific - regional ^loca- 
tions = -^;.K/f£rj' ^' : ' ,0 r:iii-": 

[2] Types of-marks^ — Suggestive In 
. ^ general (§ 327.0401) • 

^Types I o f m a r ks — Arbitrary or fanciful 
^ In general (§ 327.0801) ' a 

Regional designation can be inherently dis- 
tinctive! : if ; it Js . not generic,- or t does . not de- 
scribe featoe or characteristic: of goods or serr ; 
vices for* whichidesignation is used;, in .present 
case;* however, .applicant's "Montana Series" 
and *r Philadelphia Card" marks were properly 
denied. registrati on r. on ground . that they; are, 
merely ^descriptive; in, that they provide inforr 



mation; designating specific regional affinities ; 
for applicant's; "affinity" credit card services. - 

[3] Types of marks --^ Descriptive--— In 
general (§327.0301) 

Descriptiveness of trademark must be deter- 
mined in relation to specific goods or services 
for which registration is sought; in present 
caserTraderii^ 

finding" that applicant's "Montana Series" and 
"Philadelphia' C merely de- 

scriptive Was ~. properly \ based on 4 * * affinity ' ' 
credit "card services i offered by^ applicant, not 
on picture designs on cards' or on -advertising, 
although "applicant's ^advertising, materials that 
promote^assock credit bard services . 

wjm,..gepgrapruc relevant to 

deteimnatipn; of descnpu^ene'ss. j s 

[4] Ty pes of .marks — Descriptive — in 

r Trademark Trial and Appeal Board did not 
employ impermissible 1 "purchaser motiva- 
tion" ^test, : in ■ determining ■ that >applicant's 
"Montana Series"* and "Philadelphia Card" 
marks are merely ; descriptive of applicant's 
"affinity" credit card services',' since, to extent 
board discussed* reason =for consumer's selec- 
tion of particular 1 credit card, it was part of. 
board 's' analysis of public perception of words 
and "'images appealing to regional affinities, 
which ;led to board's finding- that words in 
marks describe features or ; characteristics , of 
affinity credit card services^ mere description 
of such feature or characteristic cannot be reg- 
istered as trademark.;, r \ -:c . 




Appeal, from the ^ U.S V Patent arid Trademark 
Office, .fr^em^k'Tn^Md Appeal Board. 

. Applications of MBNA America Bank N.A.- 
for registration of "Montana : Series" and ! 
"Philadelphia Card" as service marks (serial, 
nos. 74/417,538 and 74/472,908): ^Applicant . 
appeals from decision . y upholding examining ; 
attorney's .final refusal . of registration. Af- . 
firmed;;; Mayer, (C.J., dissenting, in separate., 
opinion.^ ' _ aiu^'V-.; ■■*; 

; Michael A, Grow and ; Evan S. Stolove. of 
Arent Fox Kintner PlotMn & Kahn, Washing- 
ton, D.C., for appellant.^ 

Linda Moncys-Isacson, associate solicitor, 
John M;?-Whealan,' solicitor, and Thomas 
Krause and Nancy; C: Slutter,, associate solicit 
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domain/') (internal quotation arid 'citation 
omitted). Although a descriptive word* may 
assume trademark status through the accu- 
mulation of secondary* meaning iii the* minds 
of the consuming public, Western Publishing 
Cosv: Rose Art Indus;i9\Q F:2d 57; 60 [15 
USPQ2d 1545] (2d Cir.i990), any claim to 
a right to prevent the use of similar but 
different words is weakened by the estab- 
lished concurrent use of similar descriptive 
words by competitors. See Gruner + Jahr 
USA Publishing v. Meredith Corp., 991 
F.2d 1072, 1078 [26 USPQ2d 1583] (2d Cir. 
1993); W.E. Bassett Co. v. Revlon, Inc., 354 
F.-2d 868, 871 [148 USPQ 170] (2d Cir. 
1.966) ("[T]he law does not favor trademark 
monopolization of such descriptive terms."). 
Several other dictionary publishers, includ- 
ing Random House, have used the adjective 
''College" or "University" to describe their 
dictionaries. Several also have attached the 
generic term "Webster's" to their dictio- 
naries. 'Merriam- Webster's own evidence 
was that "college" is used' to describe the 
pertinent genre of dictionaries. No publisher 
(including Merriam- Webster) uses the pre- 
cise phrase "Webster's Collegiate." What- 
ever Merriam-Webster's rights in that 
phrase, the general .and- prolonged use of 
"Webster's" and "college" by other publish- 
ers negates as a matter of law any claim that 
Random^ House's combined use of those 
words diluted those rights, if any. . 

;" J [, CONCLUSION . c 

)■-.■ For the foregoing reasons, we reverse, va- 
cate the district court's injunction, and direct 
the^ dismissal of Merriam-Webster's com- 
plaint. r In light of our disposition of the 
underlying action, we need not address the 
various forms of other relief sought- by : the 
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Electro Medical Systems S.A. v. Copper Life 
. Sciences Inc. :*= 

no. 94-1003 . ' ... 

< - ' Decided September 1 2, 1994 ' ■ 

^patents; ; 

1. Patentability /Validity — Anticipation — 
, ; ' Identity of elements (§115.0704) 

r - Claim for tooth cleaning device which 
delivers air, abrasive, and liquid to tooth 



surface as continuous" liquid: "curtain" sur- 
rounding pressurized jet of abrasive-laden 
gas was not anticipated by prior patent for 
blasting 1 ana° spraying gun that Hoes 'not* dis- 
close substantially unpressurized flow of liq- 
uid or continuous liquid curta in feveri though 
prior art device could allegedly be set to any 
water pressure, since mere facCihat 'certain 
outcome "may result from given set of circum- 
stances is insufficient to prove anticipation, 
arid since ' it has' hot - been" shown v that ' un- 
pressurized - flow 1 is *' necessarily present in 
prior s art ^device^vand that it would-be so 
recognized by persons of ordinary skill.o.^ 

2. Infringement ! Construction of claims 

, (§120.03) ,;.;v; c .. . : . ; 

Patent construction — Claims — Defining 
m terms (§125.1305); ; , 1 

: "Claims for tooth 'cleaning device 'having 
first ' nozzle means for delivering abrasive- 
laden stream to point of ; use and second 
riozzle v means positioned to deliver stream of 
liquid "adjacent said point of use" do not, in 
view of prosecution history and specification, 
require second nozzle means to deliver liquid 
to tooth surface, as stream separate and inde- 
pendent from abrasive-laden stream, and 
daims ; thus cover accused device that deliv- 
ers combined air, abrasive, and liquid stream 
to target area; similarly, claim reciting den- 
taT handpiece with : two fluid" discharge ori- 
fices positioned so that streams of abrasive- 
- laden f! gas ; ahd liquid con verge toward each 
other does not require that two streams con- 
verge at or near surface of tooth,- and thus 
covers device which causes streams to con- 
verge before contact with tooth surface. 

3. Infringement — Construction of claims 

(§120.03) 

Patent construction — Claims — Defining 
■;■ terms (§125:1305) t :^\\;/ 

" Claim for tooth cleaning 'device ^employing 
"watersoluble", abrasive particles,.and claim 
reciting device, for effecting abrasion includ- 
ing means . for . releasing, substantially ' un- 
pressurized flow of liquid as "continuous 
liquid curtain" surrounding, pressurized jet 
of particle-laden gas, are both infringed, , by 
accused device, even though accused infring- 
er, contends device does not, „emit "solid" 
curtain of liquid and uses abrasive particles 
with insoluble coating thai dissolve only on 
contact with tooth, since claims, in view of 
specification and prosecution history of pat- 
ent and evidence and testimony presented at 
trial, are properly construed to require nei- 
ther "solid" liquid curtain nor abrasive parti- 
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cles which dissolve prior to : contact with 

tOOth.- ■ . '• • v'V'- ■ 

4. Infringement — AVfflfd '-'{jilMA^X^ 

REMEDIES • ' ; --'v>^^ r : -A- 

Monetary — Damages — Patents — In- 
creased damages (§510.0507.07) t 

Monetary — Attorney's fees; costs r—JPat- 
ents — Exceptional case (§516.0905.03) 

Federal district court erred byconcluding, 
basedon infringer's failure to produce excul- 
patory opinion of counsel and its six-year 
delay in entering U:S/markerafter obtain- 
ing counsel, that infringement must have 
been willful, since, even if infringer had 
unfavorable counsel opinion; its decision to 
defer sale of accused product under circum- 
stances presented was more consistent with 
satisfying duty, of due care to avoidpr ^ mini- 
mize infringement than with willfulness, and 
since infringer's claims of patent invalidity 
and non-infringement were not. without mer- 
it; court's award of attorneys fees; arid. en- 
hanced damages thus constituted; abuse" of 
discretion, since court expressly declined to 
find misconduct or c6pying;by r ijfringer;.;. ; . 

Particular patents — General arid me- 
chanical — Tooth cleaning ' ■ - 

3,882,638, Black, air-abrasive prophylaxis 
equipment, infringed and not invalid. 

3,972,123, Black, air^abrasive prophylaxis 
equipment, infringed and not invalid: 

4,412,402, Gallant, equipment and meth- 
od for delivering an abrasive-laden gas 
stream, infringed and not invalid. . 



Appeal from the U.S. District Court for 
the Eastern District of New ,yprk, Caden, J. 

Action by Electro Medical Services ^.A. 
against Cooper Life Sciences Inc., Dentsply 
International Inc. and Dentsply Research & 
Development Corp., for declaratory judg- 
ment, of patent , invalidity and hoh-irifringe- 
ment, in which Dentsply International Inc. 
and Dentsply Research & Development 
Corp. counterclaim for patent infringement. 
From judgment for defendants on counter- 
claim and . award of, double damages ' and 
attorney's fees against plaintiff l> for L willful 
infringement, plaintiff appeals. "Affirmed* in 
part and reversed in part. ; ■ V '* 

Preston Moore, Grant L. Kim, and James R. 
< Shay, of Morrison & Foersteri San Fran- 
cisco, Calif, for appellant. : ' , - 1V : ' 



Dale M. Heist, Albert W.- Preston Jr. and 
John P. Donohue Jr., of Woodcock, Wash- 

• burn, Kurtz; Mackiewicz and :Norris, 
Philadelphia, Pa.; Thomas R, Boland.and 
Ellen A. Efros, of Vorys, Sater, Seymour 

; & Pease, Washington, J3.C; and Edward 
J. Hanson Jr:, Dentsply International Inc., 
for appellees. ■.. . -•■rU;.-;.. 

Before Mayer, Lourie, and Rader, circuit 
judges. . .v. .. >v : - 

•. Lourie, J. . , . • » • J £ , . y: 

■ Electro Medical Systems^ S.A. ("EMS") 
appeals from a judgment of the United 
States District Court for the Eastern District 
of . New, . York holding U.S..- Patents 
. 3,882,638, 3,972,123, and .4,412,402 in- 
fringed and not invalid, and awarding in- 
creased damages and attorney fees based on 
its finding of willful infringement. Electro 
Medical Sys. f S;A. v. Cooper Life Sciences, 
Inc., Civ. Action No. CV-86-0607 
(E.D.N.Y. Aug. 25, 1993) (final judgment 
order).' We affirm-in-part . .. and 
reverse-in-part. > • 

BACKGROUND 

The three patents in suit. 2 relate to equip- 
ment for delivering gas, abrasive, and liquid 
to the surface of a tooth in order to remove 
plaque and stain without damaging the tooth 
surface. The devices claimed in the '638 and 
'123 patents direct a stream of abrasive- 
laden gas to a tooth surface and a stream of 
liquid to the tooth surface adjacent to the 
target area of the abrasive-laden gas stream. 
After the abrasive particles impact the tooth, 
they are taken up by the liquid and then 
removed in suspension form through the use 
of a common suction tube. The '402 patent 
relates to an improved device using abrasive 
particles that are water soluble, wherein the 
device delivers air, abrasive, and liquid to a 
tooth surface as a continuous liquid "cur- 



■The final judgment order dated August 25, 
1 993 is based on a memorandum and order dated 
August 26, 1992 ("Electro I"), a memorandum 
and order on reconsideration dated May 13, 1993 
("Electro II"), and a memorandum and order on 
reconsideration dated August 6, 1993 ("Electro 
III"). 

^ J The '638 and '123 patents, both., entitled 
44 Air- Abrasive Prophylaxis Equipment," issued in 
1975. and 1976, respectively, naming Dr. Robert 
Black as inventor. The '402 patent^ entitled 
"Equipment and Method for Delivering an 
Abrasive-Laden Gas Stream," issued in -1983, 
naming Ben J. Gallant as inventor. . .-j-d; d 
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.tain", surrounding a pressurized jet of abra- 
sive-laden gas, • : - - - 
: t Appellant EMS is a Swiss manufacturer 
of dentalequipment, distributing products in 
over fifty different countries. In 1984, EMS 
filed suit against appellees Cooper Life Sci- 
ences Incorporated, Dentsply International 
Incorporated, and Dentsply Research & De- 
velopment Corporation (collectively 
^"Dentsply") in the Northern District of Illi- 

• nois, seeking a declaratory judgment of inva- 
lidity and non-infringement of patents relat- 
ing to; air abrasive equipment used to clean 

<■ teeth, including those at issue here. The '638 
and '123 patents are owned by Cooper and 
exclusively licensed to Dentsply. The '402 
patent is owned by Dentsply. 

• ■ Despite EMS's allegations that Dentsply 
had asserted foreign counterpart patents 
against EMS and its distributors and had 

'threatened to sue potential United States 
/distributors of EMS's products, Dentsply 

moved to dismiss for lack of a justiciable 

controversy. Dentsply contended that it did 

hot intend to charge EMS with infringement 
.of the U.S. patents and that EMS lacked the 
1 capacity and intent to sell its products in the 

United States. The Northern District of Illi- 
nois denied Dentsply's motion to dismiss. 

In 1986, on motion of the defendants, the 
.■Illinois court transferred the. claims against 
"Cooper to the EastefrT District of New York 

for reasons of convenience, and severed and 

stayed the claims against Dentsply because 

Dentsply had no "presence" in New York. 
'..Subsequently, Dentsply was allowed to join 
: the New York action because it by then had 

acquired rights to Cooper's, patent. ... 
Dentsply then initiated an International 

Trade Commission (ITC) proceeding 

against EMS and others Tor alleged patent 

infringement. After discovery, was nearly 
"completed, Dentsply moved to dismiss its 
JTC claims against EMS, which the ITC 
". did, with prejudice. 

.;,..In November of 1987, Dentsply again 
/moved to dismiss the district court action, 

claiming that there was no justiciable contro- 
versy. As part of its motion, Dentsply noted 

'that 

; [at a status conference in September of 
: 1987, the magistrate] strongly recom- 

■ mended that, if EMS truly were interested 
in a determination of the issues of patent 

■ validity and infringement, EMS under- 
; take sufficient acts in the United States to 

create an actual controversy, [The magis- 
;" trate] made clear his view that, absent at 
J least, one sale by EMS in the United 
I . States, the court would dismiss the in- 

■ • fringement issue for lack of subject matter 



^.jurisdiction. Obviously, the. same conclu- 
^'-:sioirapplies to theissue of patent validity. 
Mem. of Points and AuthV of Def. in. Support 
of Mbtioriito Dismiss: The court again denied 
Dentsply's motion; .. : . 

'In '1990, six years after commencement of 
this litigation; after the completion of discov- 
ery v and 'three months before the scheduled 
trial; Dentsply threatened to bring a third 
motion to* dismiss for lack of a justiciable 
controversy/ In response, EMS sold six prdd- 
VctSr Dentsply then amended its answer to 
•a^d ; a counterclaim for patent infringement, 
allegirigHhat EMS was a willful infringer. 
EMS stipulated in a pretrial order that it 
"[would] not ; waive any claim of attbrney- 
: /client privilege in defense of any allegation 
' of^willful infringement or demand fbr coun- 
sel' fees." Invoking the privilege at trial, 
EMS declined to disclose the substance of 
.any advice it received from its counsel prior 
Vo the United States sales: 
— l After a full bench trial, the court issued a 
"decision finding all of the claims in suit to be 
Infringed and 'ndt invalid, and awarding; $ 
'8,752.00 in compensatory damages based on 
EMS's: six sales. Drawing an adverse infer- 
ence frdm EMS's refusal to produce an. opih- 
' ion of counsel, . the court found that EMS was 
a willful* infringer, and awarded. double dam- 
ages and $.942,528.90 in attorney fees!. The 
award, was affirmed on reconsideration. 
EMS appeals from the judgment of validity 
and ; infringement and from .the award of 
; increased damages and attorney fees; 
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DISCUSSION 



1. Validity,, .. . • 

.At trial EMS challenged, the validity of 
claim .20 of the '402 patent on the basis that 
it .was anticipated by U.S. Patent 2,405,854 
to R'uemelin under 35 U.S.C..§ 102(b). An- 
ticipation must be proved by clear and con- 
vincing evidence. Verdegaal Bros.,. Inc. v. 
Union Oil Co., 814 F.2d 628, 632, 2 
USPQ2d 1051, 1053 (Fed, Cir.), cert, de- 
nied, 484 U.S. 827 (1987). Anticipation un- 
der 35 U.S.C. § 102(b) requires the presence 
in a single prior art disclosure of each and 
every element of a claimed invention, Lew- 
mar Marine, Inc. v. Barient, Inc., 827 F.2d 
744, 747,r3 USPQ2d 1766, 1767 (Fed. Cir. 
1987), cert, denied, 484 U.S. 1007 (1988); 
and is a question of fact subject to review 
under the clearly erroneous standard, Ral- 
ston Purina Co. v. Far-Mar-Co., Inc., 772 
F.2d 1570, 1574, 227 USPQ 177, 179 (Fed. 
Cir, 1985). 
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The court determined , that. EMS had 
failed to introduce clear and convincing evi- 
dence that the Ruemelin patent discloses 
every element of claim 20. Specifically; the 
court found that the Ruemelin patent,did riot 
disclose a substantially uhpressurized flow of 
liquid or a continuous liquid ^curtain -sur- 
rounding the pressurized jet of particle-laden 
gas. Electro I, slip op! at 55. EMS asserts 
that , these features are "inherent" in the 
Ruemelin patent because, although Rueme- 

_ lin discloses a blasting* and [spraying-; gun 
utilizing, pressurized liquid, \theTi Ruemelin 
device "could be set to any water 'pressures^ 
[1] We do hot agree that thesubject mat- 
ter of the claim was anticipated., "The; mere 
fact that a certain thing may result ^from a 
given, set of circumstances is "insujfficientjio 
prove anticipation.". Continental Can 'Co. v. 
Monsanto Co., 948 F.2d 1264, 1 268-iS9; 20 
USPQ2d 1746, 1749 (Fed. Cir. 1991) (quot- 
ing In re Oelrich, 666 F.2d 578,. 581, 212 
USPQ 323, 326 (CCM'1981>y:(emptiasis 
added). EMS was required to prpvelhat an 
unpressurized flow is necessarily presVnf'm 
the Ruemelin disclosure, and' that- jt lwbuld 
be so recognized by persons of ordinary, skill. 
Id. at 1268, 20 USPQ2d at .1 749. EMS did 
' not. discharge its' burden; thus, . the,, district 
court properly concluded that EMS failed to 
prove invalidity of claim 20., , .'. V / , ^ 

EMS also challenged the validity of claims 
4, 12, 16, and 21 of the;:402 patent onithe 
basis that the subject matter of 'the. claims 
would have beeir obvious under 35 ,U.S.|C. § 
103. Obviousness is a question of law,' based 
on underlying factual inquiries, which are 
subject to the clearly erroneous standard of 
review. Panduit Corp. v, Dennison Mfg. Co. y 
810 F.2d 1561, 1568-69, 1 USPQ2d 1593, 
1597-98 (Fed. Cir.), cert, denied) 481 U.S. 
1052 (1987). In a thorough opinion, the 

! magistrate undertook an analysis of the obvi- 
ousness question, carefully considering the 
scope and content of the prior art; the : differ- 
ences between the claims and the prior art, 
the level of ordinary skill in the artV and 
objective evidence of non^bviousriessV ;in- 
cludirig long-felt but unsatisfied heed, failure 
of others, commercial success,' copying; ' and 
tribute by others. See Graham v: John Deere 
Co., 383 U.S. 1, 17 (1966): The court con- 
cluded that EMS had not met its burden of 
demonstrating by clear <and convincing -evi- 
dence that the claimed subject matter would 
have been obvious to one of ordinary skill in 

-the art. ■ ••• ' •.. . • v. 

- EMS does not challenge the court's under- 
lying findings here; rather, it merely asserts 

-that "if [the claims]- were construed Tor va- 
lidity as the district court construed '[them] 
for infringement!, they would, be] .invalid 



under 35 U.S.C. §103." We have considered 
this assertion and find it unpersuasive. EMS 
has not convinced us of reversible errbr;in the 

.court's determination that the -402 -patent is 

1 not invalid., .- „■ .. /. 

2. Infringement . : ^. ■. . . ....... . . ^ . , 

The court found that the accused EMS 
device infringed claims 2 and 3 of the v(538 
patent, claim 4 of the ' 1 23. patent, and.claims 
4, 12, 16, 20, and 2 1 of the /402 patent. EMS 
asserts "thai the judgment of. infringement 
. with.respect to the '638 and '123, patents was 
based on erroneous claim , interpretation. 
With respect to the '402^patent, EMSasserts 
that the judgment of infringement was based 
on erroneous claim interpretation andclearly 
erroneous fact finding. . ^ T '. ' ]■ 

A determination of patent infringement 
requires a two-step analysis. First, Ja claim 
must be interpreted to determine j^ scope 
and meaning; second, it must be determined 
whether an accused device is within „the 
scope of the properly interpreted claim.;ZM/ 
Corp. v. Cardiac. Resuscitator Corp.\ .%AA 
F.2d 1576, .1578, 6 USPQ2d 1557, 1559 
(Fed. Cir. 1988). Xhejirst step is an issue of 
law, reviewed de novo, > and the ^second is a 
question of fact,* reviewed for clear error. 
Minnesota Mining &Mfg. % Co. v. Johnson 
& Johnson Orthopaedics, Inc.\ 976 F.2d 
1559, 1570, . 24 USPQ2d 1321, 1330 (Fed. 
Cir. 1992). "A finding is 'clearly erroneous' 
when although.there is evidence to support it, 
the reviewing court on the entire evidence is 
left with the definite and firm conviction' that 
a mistake has been committed." Unite d 
States v. United States Gypsum CoJ 333 
U.S. 364, 395 (1948). ,/^r:;*« 

Claim 2 of the '638 patent is directed to a 
system for handling and feeding abrasive 
particles, and recites a "first :nozzlel means 
for delivering the abrasive-laden stream to a 
point of use" and a "second nozzle means in 
predetermined relation to/ the 'first nozzle 
means for delivering a stream of liquid ad- 
jacent said point of use ," the first and second 
nozzle means being integrated in a* common 
handpiece. 3 Claim 4 of the ' '123 patent 

3 ln its entirety, with relevant portibns ~bf its 

parent claim added, claim' 2 reads: ' , 

[A system for handling -and feeding abrasive 
particles comprising' means for mixing abrasive 

. particles with a gaseous stream, first nozzle 
means for delivering the abrasive laden stream 
to a point of use, controllable supply ^means for 
starting and stopping the abrasive laden 
stream, second nozzle means in predetermined 
relation to the first nozzle means for delivering 
a stream of liquid adjacent said point of use, 
controllable supply means for starting 'and 
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; recites* a dental handpiece for use in the 
cleaning* bf ; teeth, and includes "two fluid 

" discharge orifices . . . being positioned and 
oriented to discharge streams of the abra- 
sive-laden 1 gas and liquid in the same general 
direction transversely of the hand grip, with 
the streams of abrasive-laden gas and liquid 
converging toward each other 

f EMS argues that the "second nozzle 
means" 6r the '638 claims must deliver a 
stream" 6f f -liqiiid to the tooth surface as a 
stream separate and independent from the 

' abrasive^laden stream delivered by the first 
nozzle; means, which is different from the 
accused device: Furthermore, EMS argues 
that the '123 claim only covers a device in 
which the streams of liquid and abrasive-la- 
den gas converge at or near the surface of 
the tooth, unlike the accused device. EMS 

' relies "upon the specifications, which it as- 
serts disclose devices consistent with its as- 
serted claim interpretation. Also, EMS 
points to the prosecution history of the '638 
patent,^ in which the patentee emphasized 
that the "nozzle means provid[es] for deliv- 
ery of the stream of liquid to a point adjacent 
to the point to which the abrasive is direct- 
ed," and to the prosecution history of the 
'123 patent, in which the "convergence" of 
the streams was emphasized, 
- Because the EMS device delivers a com- 
bined stream of gas, particles, and liquid to 
the tooth surface, EMS asserts that the de- 



stopping the stream of : liquid and control 
means for the supply means including means 
providing for substantially concurrently start- 
ing arid stopping of the discharge of the gas- 
; ; eous- • arid liquid streams from the nozzle 
-:>. means,] in which the first and second nozzle 
\ t means are integrated in a common handpiece. 
Claim 3 contains the following relevant language: 
. second .nozzle means for receiving heated water 
. .. from the ' "water" heater and for delivering a 
.'stream of heated water substantially to said 
point of use .. : * 
. 'In its entirety, claim 4 reads: 
^ A dental handpiece for use in the cleaning of 

- teeth, the handpiece comprising an elongated 

- hand grip having two separate fluid passages 
; . extended longitudinally therethrough providing 

; ;' respectively for supply of abrasive laden gas 
\ and of a' liquid, the hand grip further having a 
liead at one end thereof with two fluid dis- 
'charge orifices and with two passages respec- 
i ' ; tively and separately connecting said longitudi- 
. \ nal' passages with the fluid discharge orifices, 
the orifices being positioned and oriented to 
: discharge streams of the abrasive laden gas and 
liquid in the same general direction transverse- 
ly of 'the hand grip, with the streams of abra- 
sive laden gas and liquid converging toward 
: each other. 



vice dobs hot infringe the '638 patent as 
"EMS iriterprets^^he; -claims; Furthermore, 
-EMS c^tendsuhat 'the accused device deliv- 
'efs; stream^ at the edge of a 

first hozzle^immediately after discharge and 
before ; contact with the tooth's surface, and 
thus it does not : infringe the '123 patent. 
Dentspl^ the court properly 

iiiterpreted^ claims arid properly found 
iriYririgemerit. 

" J - Claims speak to those skilled in the art. 
See. Specialty Composites v. Cabot Corp., 
845 F.2d 981, .986, 6 USPQ2d 1601, 1604 
(Fed. ,Cir.: 1988). When the meaning of 
words- in a clairn is in dispute, the specifica- 
tion and, prosecution history, can provide rel- 
evant information about the scope and mean- 
ing pfihe' claim. Id; at 986, 6 USPQ2d at 
.1604.. However, claims are not to be inter- 
preted, by : adding limitations appearing only 
in trie specification. See Intervet Am. v. Kee- 
-Vet;Lab:, 887:F.2d 1050, 1053, 12 USPQ2d 
1474; 1476 (Fed. . Cir. 1989) ("No matter 
how great the /temptations of fairness or 
policy making, courts do not rework claims. 
They only interpret them.") (quoting with 
approval Autogiro Co. of Am. v. United 
States, 384 F:2d 391, 395-96, 155 USPQ 
697, 701 (Ct; CI. 1967)). Thus, although the 
specifications may well indicate that certain 
embodiments are preferred, particular em- 
bodiments appearing in a specification will 
riot be read into the claims when the claim 
language is broader than such embodiments. 
See Specialty, 845 F.2d at 987, 6 USPQ2d 
at 1605 ("Where a specification does not 
require & limitation, that limitation should 
not be read from the specification into the 
claims."). 

[2] Upon review of the two specifications 
and prosecution histories; we conclude that 
the court did noterr when it determined that 
the term "adjacent" does* not necessarily 
mean "separate and independent." The '638 
claim was properly interpreted to cover a 
device that delivers a combined air, abrasive, 
and liquid stream surrounded by a liquid 
stream such that the abrasive is delivered to 
a target. area on the tooth surface and liquid 
is delivered adjacent that area. Similarly, the 
court properly concluded that the term "con- 
verge" does not necessarily mean "converge 
at the surface of the . tooth," and that the 
claims were properly interpreted to cover a 
device having streams converging before 
they reach the tooth surface. The prosecu- 
tion history, does riot indicate otherwise. We 
thus see no error in the court's interpretation 
of the claims of the '638 and '123 patents 
and hence its infringement determination. 
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Claims 4' and 20 are representative of the 
claims at issue in the .'402 patent. Claim ;4 
recites a method for effecting abrasion using 
"water soluble" particles/ ; Claim ; 20 recites 
a device for effecting . abrasion including 
"means for releasing, a substantially unpres- 
surized flow of [] liquid as a .continuous 
liquid curtain surrounding J [a] .pressurized 
jet of particle-laden gas." 6 EMS ; argues, that 
neither the "water soluble" nor the "continu- 
ous liquid curtain" limitation, is satisfied by 
the^accused^deyice^^ . - ^ Mtv ^; ^. _ v . _ = 
: EMS contends that the " meSmng- 4 bf the 
term "water soluble," as used in the patent, 
requires that under actual operating condi- 
tions the particles dissolve immediately upon 
contact with the water before hitting v the 
tooth. EMS further contends 1 that- the 
"means for releasing liquid as 5 a liquid cur- 
tain" must create a "solid" curtain of liquid 
at the point the water is released: -vEMS 
maintains that the court .clearly '"erred 'in 
determining that the abrasive particles used 
by the EMS device were 'soluble within the 
meaning of the claims because they include 
an insoluble coating that "cracks" upon im- 
pact with the tooth so that the particles will 
dissolve only at the tooth's surface. - EMS 
further maintains that the -i court clearly 
erred in determining that the EMS' device 
includes a "means for, releasing liquid, as , a 
liquid curtain";, as .that phrase .is, properly 
interpreted. ; ; 

[3] Upon review of the '402 specification 
and prosecution history, we conclude, that 
the court properly construed the claims, as 
not requiring that the particles used be solu- 
ble within the area between the nozzle and 
the tooth and as not requiring that the cur- 



5 With relevant portions of its. parent claim 
added, claim 4 reads: . _ . . , .• .■ 

[A method for effecting abrasion comprising 
delivering from a nozzle orifice a pressurized 
jet of particle-laden gas, with resultant develop- 
ment of an ambient induction zone, releasing a 
substantially unpressurized flow oft -the liquid 
into an annual space surrounding ..the ambient 
induction zone and : thereby ; establish r a^com- 
bined stream of gas, particles and. liquid, and 
directing the combined stream against the sur- 
face to be abraded,] in which the "particles are 
water soluble arid the liquid is: water. 1 ' 1 v*" y:: 
K:iaim 20 reads: - ... ». 

Equipment for effecting abrasion comprising: 
nozzle means for delivering a pressurized, jet of 
gas laden with particles,, with resultant^devel- 
opment of an ambient induction zone v and 
means for delivering a liquid into "said, induc- 
tion zone comprising means 1 for : releasing ' a 
substantially unpressurized flow of the liquid 
as a continuous liquid curtain surrounding the 
pressurized jet of particle-laden gas..,- n i 



tain of water be a "solid" curtain. See Spe- 
cialty, 845 F.2d at 981, 6 USPQ2d at 1601; 
Internet, 887 F.2d at 1050, 12 USPQ2d at 
1474. , o:. 

The court's findings of infringement of the 
.'402 patent were based primarily .on expert 
testimony, and experiments conducted dur- 
ing the trial. As the court noted, EMS ".per- 
formed no tests [, with the exception of an 
unreliable, courtroom demonstration,] to re- 
. but the findings made by Dentsply's expert. 
[EMS's] lack.of 4 hard' evidence ... :. and the 
plethora of opinion testimony ; unsupported 
by any backup evidence, [were] largely, un- 
persuasive," Electro I, slip op. at 18-19. 
Based on the expert testimony and; experi- 
ments, the court found that . the. particles 
used in the EMS device were indeed soluble 
within the meaning of the claims and that 
"[t]he inner combined spray emitted from 
the EMS products' nozzle is surrounded by a 
water curtain." We conclude .that EMS has 
not shown the court's claim interpretation to 
be in error or itsjnfringement findings to be 
clearly erroneous. ' j :r ; 

3. Increased Damages and A ttorney Fees, , 

After determining that the accused device 
infringed Dentsply's patents, the court as- 
sessed actual damages of $ 8,752.00 result- 
ing from the, six sales in 1990. The court 
drew an adverse inference from EMS's re- 
fusal to produce an opinion of counsel, 
stating 

Based upon EMS' refusal to disclose the 
substance of the opinion of its counsel, 
despite Dentsply's charge of yvillfuL in- 
fringement, as well as EMS' failure to 
enter the U.S. market for/six years after 
obtaining counsel, the court concludes 
that it must draw an adverse- inference 
that the opinion was unfavorable,- ! EMS 
eventually proceeded with knowledge of 
the unfavorable view of counsel, and thus 
engaged in willful infringement of, the 
patents. . :> : lV * 

Electro I, slip op. at 79. The court thus held 
that the infringement was willful, awarding 
increased damages and $942;528.90 in attor- 
ney fees. On reconsideration of the award, 
the court affirmed. Electro II, slip' op; at 20. 
After the priginai and reconsideration orders 
were issued, EMS offered to waive the attor- 
ney-client privilege and disclose the advice of 
its counsel. The district court declined 
EMS's offer as untimely. 

EMS argues that the award of increased 
damages and 'attorney fees must be reversed 
because, it is based on a clearly Verroneous 
finding of willfulness. Dentsply asserts that 
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the courtv properly awarded i such 'damages 
and argues that "EMS could' have; avoided 
willfulness and , : ; Vrattorneyvfeesb/v.'' had 
they shown conviction in their-case by either 
selling the product or by-waiving privilege.*' 
We agree with EMS >v.>cy.: ' : l}/-r'^ 
In appropriate cases, -a patentee* mtify* re- 
cover from- ah : infringer increased ; damages 
and attorney^ r fees? 35' U.S:Gf §§-;284;^285 
(1988)/ General ^Motors- Corp: ^l^Devex 
Corp:;--461 U.S. 648; 654 -(1983)AThe d^cU 
sion whether to^ a ward 'increased'^ 
attorney fees is ! reviewed v for ah abuse- of 
discretion; SmithKline Diagnostics, : Ihc.^v. 
Helena Lab. Corp:, 926 F.2d 11613 165 h^2; 
17 US^d 1 '^?^^ 
1991 )^Such awards have been', made"wheh 
the infringement "was" "found ' to be willful. 
Read Corp. v. Portec. fnc^Vlb 
826, ; 23-USPQ2dM426r ; 1435' (Fed?;Gif. 

1992): ;V V ; : v./" !f ? ^^f^^Y; 

Willfulness is 'shown when, upoh'cqnsider; 
ation of the 'totality ; of tfie' drcumstances;, 
clear ' and - convincing^ ' establishes 

that the infringer acted in "disregard of; the 
patentVtfiat the infringer had no reasonable 
basis for rJeli evihgi t fiad a right to engage "in 
the infringing^ actsf See Americd^Medical 
Sys: Iric: v. Medical Eng'g Corp, ,*,' ( 6' F.3d 
1523, 1530, 28 USPQ2d .1321,. 1325 .(Fed: 
Cir. 19?3);.ccr^ 
(1 994).;The existence of .willful infr 
is a.'finding^ ,be dis- 

turbed on appeal unless it^is'clear : iyjBrrone- 
ous. Id. at 1530, 28 USPQ2d at 1325. 

The law imposes an affirmative duty of 
due care to avoid infringement of the known 
patent rights .of :others. L.A: Gear Jnc: v. 
Thorn McAn Shoe Co., 988 F.2d 11 1 7, 1127, 
25 USPQ2drj91 3,-j 920 ;(Fed. f Cir.), .ceri 
denied,.} 14,S. Ct.;291 . (i993);"UsualJy; tins 
<j uty ihcludes.'seekipg and obtaining compe- 
tent legal advice, before, 'engaging in activity 
that may result in infringement. Underwater 
Devices, Inc. v. Morrison-Knudsen Co. \ 
F.2d 1380, 1389.90,. 219 USPQ 569, 576 
(Fed. Cir. 1983).' Accordingly, we have held 
that when an infringer refuses to producqan 
exculpatory opinion of counsel in response to 
a charge of . willful ; infringement, anvinfer- 
ence may be drawn that either no opinion 
was obtained : qt, if an opinion, was obtained, 
it was unfavorable. See, e.g., Fromson v. 
Western Litho Plate & Supply Co., 853 F.2d 
1568, 1572-73, 7 USPQ2d 1606, 1611 (Fed. 
Cir. 1988); Kloster Speedsieel AB v. Cruci- 
ble Inc. ,793 F.2d 1 565^1 579-80," 230 USPQ 
81, 91 (Fed. Qir uS mfi),:cerU denied, 47,9 
U.S. 1034 (1987).- However,} there 
hard and fast rules in respect of willfulness. 
Rolls-Royce Lid -v. GTE Valeron Corp., 800 



F.2dl lOlVvl 109; 231 iUSPQ i 85, 1 9 h (Fed. 
Cir: v ^986)r ^StMiehgehllsckaft* yKohle, 
MiB:H^Ddrt />tfwjsw"862 t F;2dl564;i573, 
93iUSPQ2'd-l 273;; i 1 282 l(Fedi iCitJ ^1 988) 
(^The^conseque 
Infringemerit ib'eing^ 

. )i is ', to ; be "made " 1only?a'f ter dueocbnsider- ~ 
atioriofith^ 

An inferenceUhat an : \ppmio^ 
able does; riot foreclose} considefat ion of other 
relevant factors '. ' Pcssess'ipri'j of a r r f avbrable 
opinion; of counsel . is . not: essential to; avoid a 
.willfulness determination; it is only'one fac- 
tor to be considered, albeit an important one. 
Klosten, 793;F:2<i at: 1579^230 : USPQ at,?l 
(ttioughlitiis^ 

absence, of s an; opinion of .counsel. alorie does 
nbt i vmandate.j;^an, '^ultimate : -, * finding ; ^ of 
wiHfulness)/nj;%^' ^ T :f':A^) : f^ ' : <^^'i r 
^ •}[ EMS , had.a : ; right to, 'assert the; attorney- 
rclient privilege s See Quantum Corp. Tdnr 
d^Corp:^^:^ 642; ^Itfc&r&r.. 
i:991)' (a^ priviiege^isr : a ;'basic, 

time^honor ed- 'privilege; [warranting]; careful 
consider^ibi];")^ ^ As Vwe ^previbuslyj rfiaye 
noted,; > ; ^n^r^d l^Q' 1 \c^^h ~7v ^ 
vV [aln^^used jnfn not, 
I;, without^ 
,atipn ( -be 

. . the privileg^ itself from 

.■„ a willfulness ■finding^ln jwhich dasd iFrnay 
^ risk prej udicingVi tself on u the ; question - of 
o j 1 i a bi lity ,v arid maintaining the prjyilege, in 
,% whic'h _ case i^may;;risk!;being found to be a 
5 \ w.ii|fuijinfr^ if - liability ^ is^ found;.,.* 
Id. (suggesting that cotirt inspccijniarnera 
, priviieg^ig cprhmunicatipns Vtd deteijmine if 
separate irial on .willfulness issue js appropri- 
ate) .1 VAssertiph . pt , the";' privilege,' does ; riot 
raise an irrebuttable presumptipn of willful-, 
ness . , Such a rule ^wpuld --not^ accorhmbdate 
corisidefatipn . of jp t tie j^f acts, ' nor ■ .would * it 
respect the right ot t S party to . assert., the 

privilege. 1 ^ijS^M^. '^' ^''^C>>1: 
. [4] The i district . cour^Jtiere^was, free; to 
dra^an^ 

asserting,ttie?attp^ 

refused , to ; ,prpduce; an v ,bpmi6n ; . of,, counsel. 
However, , .tho ^ court erred! ^ecause it failed tip 
consider'; the eVideh^ / ih~'itk|.entird 
erroneously] eyaiuated^ tKe; significance!" of 
EMS's sixryear delay. entering, trie fnarket. 

, Jhe district court/ reaspneS^that.EMS's 
decision . to; wait . six. f year^ before it sold ,t he 
accused product su^ .ttiat 
EMS v possessed an |, unfavorable opinion, of 
counsel.' This suggests;^ EMS '^s.Ru.rsu- 

5 t-. T in 'the ^present' case',-' no riiotioh "was made to 
sever liability' from damages: '-^ i i U r ' 
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ing protracted litigation, and running up 
large fees to the detriment of its opponents, 
while believing that it had a losingNcase'ahd 
before it infringed. . If that were true^ such 
conduct could have beeh dealt with by- sanc- 
tions for bad- faith litigation or even" dismiss- 
al for lack of a case or controversy, but it 
would not have been willful . infringement. 
There was no finding of misconduct 'in this 
case, nor did the •< district'- court choose 1 Xo 
dismiss the suit; Even 1 if it had ah unfavor- 
able opinion of counsel, we- agree with EMS 
that under the circumstances,* its decision Ho 
defer "sale'of the accused product was more 
consistent with satisfying its-duty-of due care 
to avoid or minimize 1 infringement "than with 
willfulness. EMS sought a judicial deterrrli- 
nation of the contested issues before .selling 
the accused product. It was only in' the -face 
of three motions to dismiss/ two denied -and 
one threatened, and in light ' of the" magis- 
trate's statement" that^ "absent at least one 
sale by EMS in the United ;StatesV.t lie court 
would dismiss the irifringerhent- r issue for lack 
of subject matter jurisdiction," : that EMS 
sold six devices. The infringement therefore 
was de minimis and was' accomplished only 
to avoid dismissal'arid ensure prompt adjudi- 
cation, not as' part of its business to generate 
income. EMS's conduct throughput" the 'liti- 
gation was to seek resolution of '.the. contro- 
versy. See Minnesota Mining, 929 -F .2d at 
673, 18 USPQ2d at .1 305: This case 'does not 
involve a "wanton disregard" of the patentee's 
patent rights." See Read; 910 F\2d 826; 23 
USPQ2d 1435; • >-rr.»S " 

On reconsideration, the district court fur- 
ther stated that "EMS's failure to -produce 
an exculpatory legal opinion gives rise id the 
inference that it proceeded with this lawsuit 
against the advicc of counsel. It " is on this 
basis that the findings of willfulness and'ah 
exceptional case' 4 were '' made." Electro 111, 
slip op. at 20. However, filing suit :: is7jibt 
willful infringement. ,Moreover; EMS festi- 
fied as to its good faith' belief that the patents 
were either invalid or not infringed. ^Al- 
though we have affirmed the court's determi- 
nations of infringement - and' validity, . it; is 
clear' to us triat EMS'^had a basis; 1 for 'its 
arguments !; on trie; merits. fientsply'Ttself 
agreed at .oral ' argument that '^here^were 
definitely arguments" with respect tcj/the 
issues in this^case. The questions were'; indeed 
close, and' this was JandtheV reJdvVnrf actor 
overlooked iri the 'assessment' 6f 'willfulness. 
See Paper Converting MacH*. Co: v. Magna- 
-Graphics Corp., 745 F.2d 11, 20, 223 
USPQ 591, 597-98. (Fed. Cir. 1984) (will- 
fulness ^finding js generally inappropriate 
when the infringer mounts a good, faitlr and 



substantial challenge to the existence ofiin- 
fringement). The facts here do not.constitute 
clear and convincing evidence of willfulness. 
Upon review of the evidence in its- entirety, 
we are left with the definite and-firm convic- 
tion that the court erred in finding, ^willful 
infringement. . i-rr :n 

"The paramount determination in decid- 
ing to grant enhancement and the; amount 
thereof is the egregiousness of .the; defen- 
dant's, conduct based on all the facts and 
circumstances." Read, 970 ; F.2dat 826, 23 
USPQ2d at 1435 ;: Absent willful infringe- 
^ ment, there is. no. basis- uuthis= case fpr j; in- 
creasec] .damages. The court expressly , de- 
clined, "to find that EMS, had engaged :in 
misconduct or copying. Electro I, slip op.:at 
72-73, 79-80 n.24. See Read, 9,70 F.2d,at 
826-27, 23 USPQ2d at 1435-36 (listing fac- 
tors to be considered in determining whether 
to award increased damages). These factors, 
in. addition to those discussed , above with 
respect to willfulness, compel the': conclusion 
that the award of increased damages was. an 
abuse of discretion. See'Kloster, 793 F.2d'at 
1580, 230 USPQ at 91 ("[i]f infringement 
[is] . . innocent, increased damages are ; riot 
awardable for infringement!"), Likewise,'the 
award of attorney fees, biased on an erirohe- 
ous^finding of willfulness,' cannot, stand. See 
Studiengesellschaft, 862 F.2d at r 157?,:.9 
USPQ2d at 1287 (where judge 'rejected mas- 
ter's willfulness finding^ it was proper to 
reverse the award of increased damages arici 
attorney fees). , \ '* . 

' CONCLUSION 

That part of the judgment holding U.S. 
Patents 3,882,638, 3,972,123, and, 4;41 2,40.2 
infringed and not invalid is affirmed* Triat 
part of the judgment awarding increased 
damages and attorney fees is reversed be- 
cause the court's finding of 'willful 'infringe- 
ment was clearly erroneous. ' lj 

. .. 1 . cost§^;; ; ,; . t . ' 

Each party shall bear its own costs! ; J 
A FFI R MED-IN-PA R T ' . and 
REVERSED-IN-PART ■ y • 
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lockout mechanism, but described location of 
mechanism as "connected to said longitudinal 
slots," one of ordinary skill would understand- 
limitation to mean that lockout barrier en- 
tered longitudinal slots and blocked stapler's 
pusher bars from passing through slots when-, 
second firing of stapler was attempted; claim 
thus was not infringed by accused device 
which functioned by impeding cam bar re- 
tainer, rather than pusher bars. 

3. Patents pl01(2) 

In .patent for surgical cutter staplers., 
with lockout mechanism which placed mecha-j 
nism'.pn , staple cartridge, term "staple car-, 
fridge" could be defined with reference to, 
patent's specification, as reference to specifi- 
cation did not import additional limitation^ 
into claim, but, rather, aided interpretation of 
term already in claim. 



Holder of reissue patent covering lock- 
out device for linear cutter staplers used in 
surgery brought infringement action against 
competitor. The United States District 
Court for the Southern District of Ohio, S. 
Arthur Spiegel, J., dismissed action, 900 
F.Supp. 172, and holder appealed.; The 
Court of>ppeals, Clevenger, Circuit Judge, 
held that: (1) claim in original patent was 
directed only to lockout mechanism which 
functioned by blocking longitudinal slots in 
staple cartridge; (2) term "pusher assembly" 
as used in patent encompassed both pusher 
bars and cam retainer bar, but not any other 
elements; (3) accused device did not meet 
claim limitation that lockout barrier be main- 
tained "out of the path of the pusher assem- 
bly during staple firing"; and (4) remand for 
findings on issue of infringement under doc- 
trine of equivalents was required. 

Affirmed in part, vacated in part, and 
remanded. 

1. Patents <s=>314(5\ 324.55(1) 

Patent claim construction is matter of 
law which Court of Appeals reviews de novo. 

2. Patents <s=>235(2) 

Where claim of patent for surgical cutter 
staplers with lockout mechanism contained 
clause beginning "the improvement compris- 
ing," which stated nothing about structure of 



4. Patents <S^101(2) 

In patent for surgical cutter staplers' 
with lockout mechanism, term "connected- 
to," hich was used in description of lockout 
mechanism as "connected to" longitudinal 
slotSi would not be read so broadly - as to* 
include two distant elements which were - 
"connected"- by intervening elements, as such^ 
interpretation would effectively render "con-j 
nected to" limitation meaningless. ' - " 

See publication' Words and Phrases 
for other judicial constructions and def- 
initions. 

5. Patents <^101(2) ^ 
In patent claim for surgical cutter sta^ 

piers with lockout mechanism, term "pus n ; % 
assembly" would not be deemed equivalent to^ 
term "pusher bars," as use of terms in same^ 
clause of claim indicated that terms were not, 
synonymous. 

6. Patents <5=>235(2) ^ 
In patent claim for surgical cutter.starj 

piers with lockout mechanism, term "push^ 
assembly" encompassed cam bar retamer^asi 
well as<pusher bars, but no other elemente,^! 
view of prosecution history of patent M^ s> 
attempt to have interference decl ^ d ^; 
tween its patent and patent issued 
party in which holder employed term PJ ^ 
er assembly" as used in claim of third partjrsj 
patent, which included cam bar retainer, an 



ETHICON ENDO-SURGERY, INC. v. U.S. SURGICAL CORP 

Cite as 93 F3d 1572 (Fed. Cir. 1996) 

ambiguity of patent as to inclusion of any 11. Patents <&=»237 
other elements. 
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See publication Words and Phrases 
for other judicial constructions and def- 
initions. 

7. Patents <S=>235(2) 

Competitor's endoscopic lockout used in 
surgical cutter staplers did not literally meet 
limitation of patent claim for open stapler 
which required movement of pusher assem- 
bly to retracted position; term "pusher as- 
sembly," as used in patent claim, included 
only pusher bars and cam bar retainer, com- 
petitor's endoscopic staplers did not appear 
to contain cam bar retainer, and pusher bars 
in competitor's staplers were not retracted 
after firing but rather were, left in forward 
position. 

8. Patents <s*168(2.5) 

Fact that, during reissue proceeding, ex- 
aminer rejected patent claim for surgical cut- 
ter stapler which recited lockout mechanism 
located "on the stapler" 'as unsupported by 
specification and found that claim was limited 
to devices in which mechanism was located 
on staple cartridge did not indicate that' ex- 
aminer considered all of patent's claims to be 
limited to lockout mechanism located on car- 
tridge, and other claims could be read broad- 
ly to encompass lockout mechanisms located 
off of cartridge. 

9. Federal Courts <s=>759.1 



Patent infringement under doctrine of 
equivalents frequently turns on questions of 
fact, such as whether allegedly infringing 
device performs substantially same function 
in substantially same way to achieve substan- 
tially same result as claimed invention. 

12. Patents <fc=314(6), 324.60 

District court's failure, in granting dis- 
missal in patent infringement action, to pro^ 
vide findings with respect to whether any 
triable issues of fact remained as to issue of 
infringement under doctrine of equivalents 
warranted remand. 



Gerald Sobel, Kaye, Scholer, Fierman, 
Hays, v and Handler, LLP, New York City, 
argued, for plaintif&'counterclaim defendant- 
appellant Ethicon Endo-Surgery, Inc. and 
counterclaim defendant-appellant Ethicon, 
Inc. With him on the briefs were Aaron 
Stiefel, Daniel P. DiNapoli, New York City, 
Robert A. Pitcairn, Jr., Cincinnati, OH, and 
Eric I. Harris, New Brunswick, NJ. 

Eric J. Lobenfeld, Chadbourne & Parke 
LLP, New York City, argued, for defen- 
danVcounterclaimant-appellee. With him on 
the brief was Drew M. Wintringham. Of 
counsel were Thomas R. Bremer and John C. 
Andres, United States Surgical Corporation, 
Norwalk, Connecticut. 



Court of Appeals must affirm decision of Before CLEVENGER, Circuit Judge, 
district court if it is supported by any ground C0 WEN, Senior Circuit Judge, and 
properly preserved on appeal. SCHALL, Circuit Judge. 



10. Patents <3^235(2) 

Patent claim for surgical cutter staplers 
which recited that lockout barrier was main- 
tained "out of the path of the pusher assem- 
bly during staple firing," did not encompass 
accused device in which lockout mechanism 
released barrier into path of pusher assembly 
before any staples , were fired, and other 
claim language, allegedly indicating that 
whether barrier was still restrained as sta- 
ples were actually being ejected was irrele- 
vant, could not read this limitation out of 
claim. 



CLEVENGER, Circuit Judge. 

Ethicon Endo-Surgery, Inc. (Ethicon) ap- 
peals a decision of the District Court for the 
Southern District of Ohio granting summary 
judgment of nonirifringement to United 
States Surgical Corp. (U.S. Surgical) with 
respect to claims 6 and 24 of U.S. Reissue 
Patent No. 34,519 ('519). Ethicon Enckh- 
Surgery u United States Surgical Corp., 900 
F.Supp. 172, 38 USPQ2d 1385 (S.D.Ohio 
1995). We affirm-in-part, vacate-in-part, and 
remand. 
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• Linear cutter staplers (staplers) are surgi- 
cal instruments used to cut internal body 
tissue while simultaneously placing rows of 
staples along both sides of the incision in 
order to prevent excessive bleeding: It is 
important, therefore, that the stapler hot be 
used when its staple cartridge is empty. 
The '519 patent discloses a "lockout mecha- 
nism" for ensuring that once the staple car- 
tridge is emptied, the stapler cannot be, used 
again before the spent staple cartridge is 
replaced. The '519 patent is a reissue of 
U.S. Patent No. 4,892,244 ('244). . 

The reissue patent discloses several 
embodiments which work similarly. Illus- 



tratively, Fig. 1 of the reissue patent, re- 
produced below, depicts a stapler 10 h 
comprising an upper jaw 20, a firing 
means 30, a lower jaw 40 and a staple 
cartridge 50 which fits within lower jaw 
40. During operation, firing knob 42 is % 
pushed forward which causes both knife 
34 and pusher bars 32 (also known as 
"cam bars") to advance. As knife 34- 
creates an incision, pusher bars 32 enters 
slots 33 (shown in Fig. 2 below) in the 7 
staple cartridge where they engage staple : 
drivers and cause the staple drivers to- 
eject staples along the two sides of the 
incision. * 



FIG-I 




Also reproduced below is Fig. 2 of the 
reissue patent which is an elevation view of 
the, lockout mechanism during firing of the 
stapler. As shown in Fig. 2, lockout mecha- 
nism 90 comprises a strip 92, a barrier lock 
96 biased to enter slots 33, and a restraining 

1. Two types of staplers are at issue in this case. 
The first are called "open" staplers and are used 
in conventional surgery. The second are called 



member 98 to inhibit barrier lock 96 from^ 
entering slots 33. As the stapler is fired^ 
pusher bars 32 slide forward until they reac^p 
and engage the front end 94 of strip 92, thus^| 
sliding strip 92 forward. As. a result, rfc^s 

"endoscopic" staplers and are used in endoS ^r 
ic surgery. The stapler shown in the 5 1 9 pat 

is an open stapler. -7g™ 
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straining member 98 slides forward to a 
point where it no longer inhibits barrier 96. 
At this point in the firing, however, barrier 
96 is still not able to enter slots 33 because of 
the presence of pusher bars 32. As the 



pusher bars 32 are retracted, however, barri- 
er 96 enters slots 33 and prevents pusher 
bars 32 from reentering slots 33. In this 
way, barrier 96 prevents the stapler from 
being refired. 



FIG-2 




William D. Fox et al M assignors to Ethicon, 
applied for and received the '244 patent, 
which issued on January 9, 1990. Claim 6 of 
that patent, the only claim from the original 
patent which is at issue in this case, recites: 

In a staple cartridge insertable within a 
surgical stapler and containing staples and 
comprising an elongated . body including 
one or more longitudinal slots for slidably 
receiving one or more longitudinal pusher 
bars comprising a firing mechanism of said 
surgical stapler, and a plurality of drivers 
engageable by said pusher bars for eject- 
ing the staples from the cartridge, said 
staple cartridge releasably fastened to a 
said surgical stapler, 

the improvement comprising a lockout 
mechanism connected to said longitudinal 
slots for preventing said pusher bars from 

2. The cam bar retainer holds the pusher bars and 
is located behind the pusher bars in the stapler's 



passing more than one time through said 

longitudinal slots, 
(emphasis added). 

Subsequently, Ethicon became concerned 
that this claim might not read on several 
lockout mechanisms employed by its com- 
petitor U.S. Surgical. As is illustratively 
shown in the trial exhibit drawings repro- 
duced below, the lockout mechanism on U.S. 
SurgicaTs open staplers functions by imped- 
ing the cam bar retainer, rather -than the 
pusher bars. 2 In addition, U.S. SurgicaTs 
endoscopic staplers utilize a somewhat dif- 
ferent lockout mechanism which engages an- 
other portion of the firing assembly called 
the "actuating channel." Arguably, then, 
U.S. SurgicaTs lockouts " do not infringe 
claim 6 because, they do not comprise a bar- 
rier which enters the longitudinal slots to 
prevent the pusher bars from reentering the 
staple cartridge. 

firing assembly. 
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Seeking to broaden its claims to cover U.S. 
Surgical's product, Ethicon put its patent 
into reissue. One of these broader claims, 
claim 24, is asserted by Ethicon against U.S. 
Surgical in this case. Claim 24 recites: 

A surgical stapler comprising 

a frame, 

a cartridge filled with staples and posi- 
tionable in operative association with said 
frame and having one or more slots, 

a firing assemblage including a pusher 
assembly moveable relative to said frame, 
said pusher assembly comprising one or 
more pusher bars respectively extending 
through said slots to fire said staples, 

a member operatively connected to said 
pusher assembly for moving the pusher 
assembly in a firing direction down a path 
to fire the staples, and in a direction oppo- 
site to said firing direction to a retracted 
position after at least a portion of the 
staples have been fired, 

a lockout mechanism for preventing fir- 
ing movement of the pusher assembly in 
the firing direction after the pusher assem- 
bly has been moved to the retracted posi- 
tion, said lockout mechanism including a 
barrier assemblage for preventing move- 



ment of the pusher assembly from said 
retracted position, said barrier assemblage 
comprising a. resilient projecting member 
normally biased toward a position to en- 
gage said pusher assembly to prevent 
movement of said pusher assembly relative 

to said resilient projecting member after 
said pusher assembly has been moved to 
said retracted position, and 
a restraining structure separate from 

said pusher bar for blocking said barrier 
assemblage to maintain said resilient 
projecting member out of the path_ol 
the pusher assembly during staple fir- 
ing, said restraining structure being move- 
able by said pusher assembly during move- 
ment of the pusher assembly in the firing 
position whereby the barrier assemblage is 
released to allow the resilient projecting- ^ 
member to move into the path of the pusn- 
er assembly to prevent firing movement oi ^ 
said pusher assembly after movement ^ 
thereof to said retracted position. ^ 
(emphasis added). ^■■sffi 

Facially, the primary distinction 
claims 6 and 24 is that claim 6 seems to tgft 
the location of the lockout mechanism toug| 
slots through which the pusher bars pa^g 
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while claim 24 broadly describes the location 
of the lockout as anywhere in the path of the 
pusher assembly. 

One week after its patent was reissued on 
January 25, 1994, Ethicon sued U.S. Surgical 
for infringement asserting that several of 
U.S. SurgicaTs staplers infringed claims 6 
and 24 of the '519 patent. Discovery was 
conducted and the case was set for jury trial 
on April 10, 1994. On the eve of trial, howev- 
er, we issued our in banc decision in Mark- 
man v. Westview Instruments, Inc., 52 F.3d 
967, 34 USPQ2d 1321 (Fed.Cir.1995) (in 
banc), affd, — U.S. — 116 S.Ct. 1384, 
134 L.Ed.2d 577, 38 USPQ2d 1461 (1996), in 
which we held that claim interpretation is for 
the judge, not the jury, to determine. As a 
result, the parties agreed that a pre-trial 
Marhman hearing would be beneficial to de- 
termine the scope of the claims at issue. 

A five day hearing was held, at the close of 
which the district court interpreted the 
claims. On the basis of the claim language 
and the prosecution history, the district court 
concluded that both claims 6 and 24 must be 
read narrowly as requiring the lockout mech- 
anism to engage the pusher bars rather than 
any other portion of the firing assembly. 
Since U.S. Surgical's lockout barriers do not 
engage the pusher bars, but instead engage 
the cam bar retainer or other portions of the 
firing assembly, the district court proceeded 
to hold, as a matter of law, that U.S. Surgi- 
cal's staplers' do not literally infringe claims 6 
or 24 of the '519 patent. In addition, the 
district court seems to have de^rmined as a 
matter of law that U.S. Surgical's staplers do 
not infringe under the doctrine of equivalents 
since the judgment from the district court 
dismisses Ethicon's suit with prejudice. The 
district court, however, presented no findings 
to explain its doctrine of equivalents holding. 

Ethicon appeals from the district court's 
judgment. With respect to literal infringe- 
ment, Ethicon contends that the district 
court read claims 6 and 24 too narrowly and 
that those claims are broad enough to cover 
devices in which the lockout barrier engages 
portions of the firing assembly other than the 
pusher bars. Additionally, Ethicon asserts 
that it was inappropriate for the Court to 
grant judgment as a matter of law on the 
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doctrine of equivalents at the close of the 
Marhman hearing. Ethicon believes that 
disputed issues of fact remain with respect to 
infringement by equivalents and that it is 
entitled to a jury trial on those issues. We 
have jurisdiction to review the district court's 
judgment under 28 U.S.C. § 1295(a)(1) 
(1994). 

II 

[1] Claim construction is a matter of law 
which we review de novo. See Vitronics 
Corp. u Conceptronic, Inc., 90 F.3d 1576, 
1581^82 (Fed.Cir.1996) (citing Marhman, 52 
F.3d at 979, 34 USPQ2d at 1329). 

[2] We agree with the district court's in- 
terpretation of claim 6. Initially, we note that 
claim 6 is a Jepson claim. See Ex parte 
Jepson, 243 O.G. 525 (Ass't Comm'r Pat 
1917). Consequently, the inventive portion 
of the claim must lie in the clause beginning: 
"the improvement comprising." See In re 
Simmons, 50 C.C.PJL 990, 312 F2d 821, 824 
(1963). As is evident, that clause says noth- 
ing about the structure of the lockout mecha- 
nism; it describes only the lockout's location 
and function. As to location, the claim states 
that the lockout is "connected to said longitu- 
dinal slots." We agree with the district court 
that in the context of this claim one of ordi- 
nary skill would understand this limitation to 
mean that the lockout barrier enters the 
longitudinal slots and thus blocks the pusher 
bars from passing through , tie slots when a 
second firing of the stapler is attempted. 

Several considerations, support this conclu- 
sion. Looking first at the claim itself,/ we 
note that the functional language at the. end 
of the claim recites that the purpose of the 
lockout is to prevent the pusher bars from 
passing again through the longitudinal slots, 
rather than describing in more general terms 
that the function is, to prevent refiring of the 
stapler. This is some indication that what is 
being described is an operative relationship 
between the lockout barrier and the longitu- 
dinal slots. , 

[3] In addition, as the district court not- 
ed, the claim's preamble places the lockout 
mechanism '*in a staple cartridge.": "Staple 
cartridge" is a term used in the '519 specifi- 
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cation to describe element 50 of Fig. 1 above. 
The only interaction between the staple car- 
tridge and the firing assembly occurs when 
the pusher bars (and knife) pass through the 
longitudinal slots. This demonstrates that 
claim 6 . is .limited to an apparatus . which 
blocks the pusher bars rather than more 
distal portions of the firing assembly, such as 
the cam bar retainer. 

On this point, Ethicon argues that the 
term "staple cartridge" should not be defined 
with reference to the specification, but rather 
should be understood broadly to include any 
portion of the surgical stapler which is "in- 
sertable within and releasably fastened to" 
the stapler. Citing Electro Medical Systems, 
SA. v. Cooper Life Sciences, Inc., 34 F.3d 
1048, 1054, 32 USPQ2d 1017, 1021 (Fed.Cir. 
1994), for the proposition that particular em- 
bodiments from the specification should not 
be read into the claims, Ethicon urges that it 
is inappropriate to import the meaning of 
"staple cartridge" from the specification into 
this claim. Ethicon further points out that 
the cartridge in U.S. Surgical's staplers com- 
prise more than just stapler cartridge 50 
shown in Fig. 1 above, but additionally in- 
cludes the entire firing means 30, including 
the pusher bars, the knife, the cam bar re- 
tainer, and the lockout mechanism. Conse- 
quently, under a broad interpretation of the 
term "staple cartridge," Ethicon asserts that 
its claim reads on U.S. Surgical's staplers. 

Ethicon's reliance bri Electro Medical, 
however, is misplaced. Here, 'the district 
court did not import an additional limitation 
into the claim;' instead, it looked to the speci- 
fication to aid its interpretation of a term 
already in the claim, an entirely appropriate 
practice. See Atttogiro Co. of America v. 
United States, 181 CtCl. 55, 384 F.2d 391, 
397-98, 155 USPQ 697, 702-03 (1967). The 
specification unambiguously describes the 
staple cartridge as a separate element dis- 
tinct front the firing means. Consequently, 
the district court properly deduced that the 
term * "staple cartridge" in the claim pre^ 
eludes the lockout from being located on the 
firing jneans. 

[4] Ethicon also challenges the district 
court's claim interpretation on the ground 
that the term "connected to" in the phrase 



"connected to, the slots" should be read; 
broadly., to include two distant elements 
which are "connected" by intervening ele^ 
ments. : , Thus, Ethicon argues, even if; aa in 
the, accused devices, the lockout mechanism 
is located in another portion of the .surgical-, 
stapler, it is still indirectly "connected to" the. 
longitudinal slots, and thus Ethicon's claim 6.' 
literally reads on it. 

We acknowledge that the term "connected . 
to" could, in other contexts, be broadly con- , 
strued. / Nevertheless, in the context of this, 
claim, the district court correctly concluded^ 
that the entire phrase "connected to said 
longitudinal slots" must be read ^narrowly.! 
First, in what meaningful sense is it possible, . 
to "connect'Vthe restraining member, which; 
is a physical item, with the longitudinal slots,, 
which are . hollow passageways, unless "con^ 
nected to" is understood to mean that: tiie ; 
restraining member operatively interacts 
with the longitudinal slots by blocking them? 
Second, ' Ethicon's argument proves ' tof 
much. If, as Ethicon argues, "connected &" J 
should be read broadly to include eleAehtff 
which are connected directly or indirectiyr' 
then this language would read on a lockout 
mechanism located anywhere in the surgic^T 
stapler, and the "connected to" limitation^ 
would be meaninglessly empty. " " • " " " fi " 
We have ' also considered Ethic6nVad&; 
tional arguments based on the P^ s ^|?^ 
history which 'allegedly show's that t^e jexam^ y 
iner viewed claim 6 as including ^ lockout^ 
mechanism located in other portions of the^, , 
surgical stapler. They are insufficient, hdwj^ 1 
ever, to; overcome our. strong sense t^at clatitf,; 
6 'is directed to a logout ^echanism J^**^ 
furictions;by blocking the 16n^tu^u^^^| 
the staple cartridge so as to inhiMt : th^pi^^. 
er bars from passing through the ldhgitu*^ 
nal 'slots once : the staples in the cartrid^| 
have been fired! We therefore affirm ttjff* 
district court's interpretation of . clato^l 
Since there are no genuine issues of materife 
fact with respect to the structure 
Surgical's staplers, we also affirm the distal- 
court's holding -that claim 6 is not hteralW^ 
infringed. • ; * rt9D ^ 

; ' ( in 

Turning to claim 24, we agree with Ethi^gfc 
that the claim reads on a lockout mechanis^ 



o^er than the pusher bar,. We therefore!; 
noiin^r the . dfaWct C0Urt ' S of 

ters around the term "pusher assembly 
According to EtWnnn . **™«ny. 



„ w tover l, B Surgica] , , . 

out, some unambiguous disclosure or Sat 
coverage should be found in Claim 24" 
Since reissue claim 24 did not, in the district 

S.v° P r n : Unamb W°usly cover the al- 
legedly inxnngmg staple, the district court 
rani --pugftej. assemblv" aao Ptea a claim interDretaHnn nr^„ i_. , 
^ to Ethicon, the "pusher the staplers do not Sge S e d ^ 

encompasses not only the pusher bars recited COUrt Anally bolstered dal * £ 
- the claim, but additionally include station with two pieces of pleX ^ 

tory which it helw D ,i » f. , .. . ms ' 



in T , y Me pusher bars recited 

cam L ;- bUt additi0naU ^ ^es the 
cam bar retainer which holds the pusher 

bars. Although not separately descrild Z 
the 519 specification, the cam bar retainer 
constates one element of the firing TZ 
30 . m Fzg. l of the >519 

teft element of the firing means. AsaresuX 
Ethicon asserts that those of U.S. Surrical's 
ockouts which engage the cam bar St 
this claim. U.S.SutSaT 
h -f' <« that «pu£ 

oars and that claim 24, like claim 6 is 
hnutod to a lockout which engages the pJsh 

The district court began its analysis by 
noting that the claim itself does not define 
the makeup of the 'W»„». „„„„_,.,.„ , 



. .„„ ^c^g 0I prosecution his- 

ST ^t* "? elieved supported its **C 

^Lr? eC S AcCOrdin ^itheld^at 
pusher assembly" means the same as "push- 
er bars "and determined as a matter 2 W 
that U.S. Surgical's staplers do not infringe 
daun 24 since U.S. Surgical's lockout^ 
not engage the pusher bars. 

[5] We need not pass on the district 
court s reasoning that reissue claims sought 
for the purpose of covering a specific compet- 
es product must unambiguously read I on 
«» allegedly infringing product, became £ 
conclude that claim 24 is not, with respect to 
whether the pusher assembly comprises the 
cam bar retamer, ambiguous. Like the dis- 
trict court, we begin with the language of the 
claim itself. ArW+^i„ ^ 0I tne 



-~_ 6 Uldl . we CJaim ltgelf d ~~ J cUnD1 s uous - Like the dis- 

the makeup of the "pusher assemblv" dZ?h ^ ^ We begia the language of the 

sta&ig that it "comprise on C Xr J?^'^^ ^ 

pusher bars " Furthermore, the term ^ ^ Struc ^ of the "pusher assem- 

er assembly" is not used or defined anySre w w' ^ ho ™<*> that 

m 519 specification, so the specifilti 0n f s aSSemb1 ^" m °™> * h not 

provides minimal guidance as to the " PUSher bar " F <* example 

of this claim term. Th» ^ g the claim recites: <^npie, 



£ZL ??■ neither pari * a proposea 

mterpr etatlon was flec 

with other portions of claim 24, or with the 

^t °f the patent document as a whole. 
MxrAma,!, — U.S. at . n fi c r+ ♦ 

ity that two DronnspH 



a resframmg structure separate from said 
pusher bar for blocking said barrier as- 
semblage to maintain said resilient project- 
ing member out of the path of the pusher 
assembly during staple firing 



court determined that th'e scope to this element as rfST. 

"pusher assembly" was ambiguous. b S / ^ 5 a assembly," but not 

„ . D °tn. especially not within ». 0 ....... 



Faced m h what it considered an ambigu- 
o^term, the district court adopted VS. 
toped, narrow claim interpretation over 
Etmcons broader proposal, stating: Ve re- 
turn to the view that since Ethicon sought 
reissue for the specific purpose of extendmg 



. V1 a pusner assemb y," but not 

bo^ especiaUy not within the si clau^ 
Therefore, m our view, the plain meaning of 
the claim will not bear a reading that "pusher 
assembly" and "pusher bar" le synon^T 
r6] The question remains, though, what is 

ttemeanmgofthetem-pusherl'emW^ 
The answer to that question lies in the '519's 
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prosecution history. The term "pusher as- 
sembly" entered Ethicon's lexicon as part of 
an attempt by Ethicon to have an interfer- 
ence declared between its patent and a sec- 
ond patent issued to Tompkins et al. (Tomp- 
kins) and owned, not surprisingly, 3 by U.S. 
Surgical. Like U.S. . Surgical's commercial 
embodiments, Tompkins discloses and claims 
a lockout mechanism which engages the cam 
bar retainer. 

In support of its request for an interfer- 
ence, Ethicon copied claim 1 of Tompkins 
and submitted a chart to the U.S. Patent 
Office in which it asserted that Fox disclosed 
each element of the claim. In relevant part, 
that chart stated: 



and a cam' bar retainer 
for mounting '^aid at 
least -one cam bar, and 



locking mechanism 
means engageable with 
said cam bar retainer 
for preventing reactua- 
tion of the surgical 
stapling apparatus. 



[Tompkins' claim] 

A surgical fastening 
apparatus comprising: 



a pusher assembly slid- 
ably mounted on said 
cartridge frame . . . , 
said pusher assembly 
having at least one 
cam bar longitudinally 
movable through said 
cartridge [to engage 
staple drivers]; 



[Ethicon's comments] 

Applicants [i.e., Fox] 
disclose a surgical 
stapler 10 



Applicants disclose a 
pusher bar 32 that is 
mounted between the 
upper jaw 20 and lower 
jaw 40 that form the 
cartridge frame. The 
bar 32 slidably moves 
within longitudinal slot 
33 of the cartridge to 
sequentially engage the 
drivers 52 



3. In its opinion denying Ethicon's motion for a 
preliminary injunction, the district court pointed 
out that Ethicon and U.S. Surgical are, for prac- 
tical purposes, the only two manufacturers of the 
type of surgical staplers involved in this suit. 
Ethicon EndoSwr%ery v. United States Surgical 
Corp., 855 F.Supp. 1500, 1505 (S.D.Ohio 1994). 

4. Although not necessary to resolve this case 
because of the clear prosecution history, we note 
in passing that the word "assembly" itself im- 
plies a multi-component apparatus. The 
McGraw Hill Dictionary of Scientific and Techni- 
cal Terms 133 (4th ed.1989), for example, defines 
"assembly" as: "A unit containing the compo- 
nent parts of a mechanism, machine, or similar 
device." 

5. That the cam bar retainer is part of the pusher 
assembly is evident from the fact that recitation 
of the cam bar retainer is prefaced by the word 
"and." If the cam bar retainer was not part of 
the pusher assembly, then cam bar retainer 
would simply be the penultimate limitation in the 



Applicants disclose a 
firing means 30 where- 
on a cam bar 32 is 
. retained. 

Applicants disclose a 
locking mechanism 
including a barrier lock 
96 that engages with 
the cam bar 32 to pre- 
vent reactuation of tie 
stapler. The aforemen- 
v tioned teaching is the 

same since to engage . 
the cam bar is no differ- 
ent that engaging a 
. , retainer that holds the. 

cam bar. 

.As ..this chart demonstrates, the term 
"pusher, assembly" in Tompkins' claim is not 
used as a synonym for "pusher bar." In- 
stead, it describes an "assembly" 4 which 
comprises, at a miriimum, the pusher bars, as 
well as the cam bar retainer. 5 

In response, U.S. Surgical argues that. 
Ethicon cannot rely on Tompkins' disclosure, 
to define the term "pusher assembly" since , 
claim 24 demonstrably uses the term differ- 
ently than Tompkins' specification. Specifi- 
cally, Tompkins' specification defines the 
"pusher assembly" as including the firing 
knob, while claim 24 describes the firing: 
knob as a distinct element separate from the 
"pusher assembly." This argument is not 
without some merit In our view, however, 
the prosecution history as a whole would 

claim and would not be prefaced by the word 
"and." In addition, comparison of Tompkins'' 1 
claim 1 with Ethicon's chart reveals that the, 
chart contains a typographical error. In Tompp - 
kins' claim, the cam bar and cam bar retainer' 
recitations are separated by a comma, another 
indication that both elements are part of the i 
pusher assembly; the chart, in contrast, mistake 
enly separates those elements with a semicolon.^ 

Ironically, this chart was one of the pieces o£; 
prosecution history relied on by the district court^ 
to support its holding that the "pusher assembly / 
consists only of the pusher bars. In doing so, the: < 
district court was apparendy misled by the fact , 
that row 3, column 1 of the chart begins wi& the, 
phrase "a pusher assembly slidably mounted on, ^ 
said cartridge frame" which Ethicon (in row3^^ 
column 2) seems to equate with its pusher bars 
32. As we have noted, however, a better reading 
of the chart is that the "pusher assembly" c?m?^ 



prises two components: the cam bars (™W 
and a cam bar retainer (row 4), both of whi^-g| 
Ethicon contended, are disclosed in Fox's s P ecm *^C 
cation - 
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convey to one of ordinary skill that Ethicon 
intended to employ the term "pusher assem- 
bly" as used in Tompkins 1 claim, rather than 
as used in Tompkins' specification. We 
therefore hold that the term "pusher assem- 
bly" in claim 24 encompasses both the pusher 
bars and the cam bar retainer. 

In view of our holding in Athletic Alterna- 
tives, Inc. v. Prince Manufacturing, Inc., 73 
F.3d 1573, 37 USPQ2d 1365 ' (Ped.Cir.1996) 
(AAI), however, we do not believe that the 
term "pusher assembly" can be interpreted 
as covering any additional elements other 
than the pusher bars and the cam bar retain- 
er. In AAI, we held that a patent claim may 
be interpreted only as broadly as its unam- 
biguous scope. AAI, 73 F.3d at 1581, 37 
USPQ2d at 1372. There, AAI had patented 
a stringing arrangement for tennis rackets in 
which the strings were offset at distances 
which "varie[d] between" a minimum and a 
maximum distance from the racket's central 
plane. AAI, 73 F.3d at 1577, 37 USPQ2d at 
1369. Both parties conceded that the phrase 
"varie[d] between" unambiguously covered a 
stringing arrangement in which three or 
more offset distances were employed. Id. 
Both also conceded that a stringing arrange- 
ment which employed only a single offset 
distance was anticipated by the prior art. 
AAI, 73 F.3d at 1575, 37 USPQ2d at 1367. 
The question in the case was whether AAI's 
claim was sufficiently broad to cover a string- 
ing arrangement which employed exactly two 
offset distances. After examining in great 
detail the patent document and its prosecu- 
tion history, we concluded that, at the edges, 
the reach of the claim was ambiguous, and 
that we could not tell to a satisfactory degree 
of certainty whether it read on a racket with 
only two offset distances. AAI, 73 F.3d at 
1578-81, 37 USPQ2d at 1370-72. Having so 
concluded, we held, derived from our under- 
standing of the second paragraph of 35 
U.S.C. § 112 (1994), that to the extent that 
the claim is ambiguous, a narrow reading 
which excludes the ambiguously covered sub- 
ject matter must be adopted. AAI, 73 F.3d 
at 1581, 37 USPQ2d at 1372. 

Here, too, we have expended significant 
effort endeavoring to ascertain the proper 
construction of the term "pusher assembly" 



NC. v. U.S. SURGICAL CORP. 1581 

2 (Fed.Cir. 1996) 

in claim 24. As has already been noted, 
the '519 specification provides minimal guid- 
ance on this question. Similarly, as U.S. 
Surgical points out, the Tompkins' specifica- 
tion .which originated the term is of little, if 
any, help. Without more explicit alterna- 
tives, we have been forced to spend a signifi- 
cant quantity of time carefully sifting 
through each piece of the reissue prosecution 
history made part of the appellate record in 
an effort to discover the term's proper mean- 
ing. As noted above, that reading convinces 
us that the "pusher assembly" unambiguous- 
ly includes the cam bar retainer in addition 
to the pusher bars expressly recited in the 
claim. 

More than that, however, we cannot say.. 
On the one hand, an argument could be made 
that Ethicon intended the term "pusher as- 
sembly" essentially as a synonym for its fir- 
ing means 30, Compare Joint Appendix at 
3044 ("the original claims did not specify, as 
broadly as applicants had a right to claim . . . 
a lockout mechanism that . . . blocks the 
firing means and. prevents refiring of the 
stapler" (emphasis, added)) with Joint Appen- 
dix at 3127 ("The essence of applicants' in- 
vention is the provision of a lockout mecha- 
nism in a surgical stapler that is actuated 
during initial longitudinal movement of a fir- 
ing means such as a pusher assembly." 
(emphasis added)) and Joint Appendix at 
3134 ("the essence of applicants' invention 
. . . provides that when the pusher assembly 
is retracted after longitudinal movement, a 
locking mechanism will be activated to pre- 
vent subsequent longitudinal movement." 
(emphasis added)). On the other hand, in 
many of the reissue claims, Ethicon implied 
that they are not synonyms by employing 
both terms in the same claim and reciting 
that the firing means "includes" the pusher 
assembly. See, e.g., Joint Appendix at 3417 
(claim 17 of the '519 patent which recites "a 
firing means including a pusher assembly"). 
Consequently, we conclude that the term 
"pusher assembly" unambiguously describes 
only the pusher bars and the cam bar retain- 
er, but does not unambiguously cover any 
other portions of the '519 patent's firing 
means. 
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[7,8] In view of the above, Ethicon's 
claim 24 would read on a lockout which en- 
gaged the cam bar retainer, such as U.S. 
Surgical's open linear cutters, while it would 
not read on a lockout which engaged any 
other portion of the. firing means, such as 
U.S. Surgical's endoscopic lockouts. 8 Since 
at least some of U.S. Surgical's staplers com- 
prise a lockout which engages the cam bar 
retainer, we do not affirm the district court's 
judgment of noninfringement with respect to 
claim 24 on the ground articulated by the 
district court. 7 

[9,10] Our task, however, is not over. 
We must affirm the decision of the district 
court if it is supported by any ground prop- 
erly preserved on appeal. See Datascope 
Corp. v. SMEC, Inc., 879 F.2d 820, 822 n. 1, 
11 USPQ2d 1321, 1322 n. 1 (Fed.Cir.1989) 
("Appellees always have the right to assert 
alternative grounds for affirming the judg- 
ment that are supported by the record."), 
cerL denied, 493 U.S. 1024, 110 S.Ct. 729, 107 
L.Ed^d 747 (1990). Here, U.S. Surgical con- 
tends that it does not infringe claim 24 on an 
additional ground not relied on by the dis- 
trict court. Specifically, claim 24 recites that 
the lockout barrier (Le,, resilient projecting 
member) is maintained "out of the path of 
the pusher assembly during staple firing " 

6. On similar grounds we reject Ethicon's argu- 
ment that U.S. Surgical's endoscopic lockout lit- 
erally meets claim 24's limitation requiring 
"movement [of the pusher assembly] to [a] re- 
tracted position." As noted above, die term 
"pusher assembly" includes only the pusher bars 
and the cam bar retainer. U.S. Surgical's endo- 
scopic staplers, however, do not appear to con- 
tain a cam bar retainer and the pusher bars are 
not retracted after firing but rather are left in the 
forward position. 



7. The district court also misinterpreted the sec- 
ond piece of prosecution history which it cited in 
support of its interpretation. During the reissue 
proceedings, the examiner rejected claim 1 of the 
original '244 patent which recited a lockout 
mechanism located "on the stapler" saying: 
"there is no support in the [Fox] specification for 
a lockout mechanism that is mounted to the 
stapler The disclosed mechanism is mount- 
ed to the cartridge;" and **[c]laim 1 implies that 
the lockout mechanism is not part of the car- 
tridge." From these statements, the district 
court erroneously inferred that the examiner 
considered all of the claims to be limited to a 
lockout mechanism located on the staple car- 



As Ethicon candidly conceded at oral argu- 
ment, however, U.S. Surgical's lockout mech- 
anism releases the barrier into the path of 
the pusher assembly before any staples are 
fired. Thus, U.S. Surgical's lockout does not, 
on its face, literally infringe claim 24. 

In response, Ethicon argues that other 
portions of the claim as well as the prosecu- 
tion history make it clear that "it is irrele- 
vant whether the [barrier is still restrained] 
as the staples are actually being ejected" and 
that successful operation of the lockout re-, 
quires only that the barrier be restrained 
long enough for the firing assembly to begin ; 
movement in the firing direction. Ethicon's . 
argument simply does not address the fact 
that U.S. Surgical's barrier is in the path of 
the pusher assembly before any staples are 
fired. , Ethicon's reliance on other claim lan- 
guage to overcome this fact invites us to read 
its "during staple firing" limitation out of the 
claim. This , we cannot do. See Exxon 
Chemical Patents, Inc. v. Lubrizol Corp., 64 
F.3d 1553, 1557, 35 USPQ2d 1801, 1804 (Fed. 
Cir.1995) (recognizing that u [w]e must give 
meaning to all the words in [the] claims").. 

The claim recites that the barrier is main- 
tained out of the path of the pusher assembly 
"during staple firing." The plain meaning of 
this limitation requires that the barrier re- 

tridge. In doing so, the district court confused a. 
claim not supported by the specification, which - 
is not allowable, with a broad claim, which is.- 
Claim 1 was properly rejected because it recit- 
ed an element not supported by Fox's disclosure, ■ 
i.e., a lockout "on the stapler." It does not., 
follow, however, that Fox's disclosure could not 
support claims sufficiently broad to read on a * 
lockout off of the cartridge. See, e.g., In ^ View- 
ers; 141 F.2d 522, 525, 31 C.C.P.A. 985, 61 USPQ 
122 125 (1944) ("an applicant ... is generally , 
allowed claims, when the art permits, which 
cover more than the specific embodiment shown. ) 
If Fox did not consider the precise location of the 
lockout to be an element of his invention, he was ; 
free to draft claim 24 broadly (within the limits 
imposed by the prior art) to exclude the lockouts t 
exact location as a limitation of the ctaimefl 
invention. See 35 U.S.C. § 112 (1994) (aUocat> 
ing to the inventor the task of claiming what w 
[inventor] regards as his invention." (emphasis : 
added)). Such a claim would not be unsupg*^ 
ed by the specification even though it would oe- 
literally infringed by undisclosed embodiments. 
The district court should not have imposed on 
claim 24 an additional limitation which it does 
not contain. 
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main outside the path of the pusher assembly 
until at least some of the staples have been 
fired. Ethicon need not have included this 
limitation in its claim. Having done so, it 
must live with the language it chose. Since 
U.S. Surgical's lockout admittedly releases 
the barrier prior to the firing of any staples, 
we affirm the district court's judgment that 
U.S. Surgical does not literally infringe claim 
24 of the '519 patent. 

IV 

At the conclusion of its opinion, the district 
court dismissed Ethicon's complaint with 
prejudice. From this it would appear that 
the district court granted summary judgment 
to U.S. Surgical with respect to both literal 
infringement and infringement under the 
doctrine of equivalents. On this appeal, the 
parties dispute whether the posture of the 
case at the close of the Markman hearing 
permitted the grant of summary judgment 
on the issue of infringement by equivalents. 
Ethicon contends that the Markman hearing 
established only the literal meaning of the 
claims, but that genuine issues of material 
fact may remain with respect to infringement 
by equivalents. According to Ethicon, the 
district court never decided whether such 
issues of fact exist, and therefore could not, 
at this stage in the proceedings, grant sum- 
mary judgment on this issue. U.S. Surgical, 
in contrast, contends that the question of 
infringement by equivalents was litigated as 
part of the Markman hearing and that, on 
this record, summary judgment in their favor 
with respect to infringement by equivalents 
is warranted. 

[11, 12] Infringement under the doctrine 
of equivalents frequently turns on questions 
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of fact, such as whether the allegedly infring- 
ing device performs substantially the same 
function in substantially the same way to 
achieve substantially the same result as the 
claimed invention. See Hilton Davis Chemi- 
cal Co. v. Warner-Jenkinson Co., Inc 62 
F.3d 1512, 1518, 1520-21, 35 USPQ2d 1641 
1645, 1647 (Fed.Cir.1995), cert granted, — 

U.S. , 116 S.Ct. 1014, 134 L.Ed.2d 95 

(1996). The district court did not provide 
findings with respect to whether any such 
triable issues of fact remain in this case. We 
cannot even tell from the record whether the 
issue was briefed and argued to the district 
court. Consequently, to the extent that the 
district court's judgment constituted a grant 
of summary judgment of noninfringement 
under the doctrine of equivalents in favor of 
U.S. Surgical, we vacate that portion of the 
judgment and remand to the district court to 
articulate whether any triable issues of fact 
with respect to infringement by equivalents 
exist If none exist, summary judgment in 
U.S. Surgical's favor may be appropriate. 
Otherwise, trial on this issue, and resolution 
of any other issues remaining in the case 
(e.g., validity) would be appropriate. 



For the reasons described above, the judg- 
ment of the district court is 

AFFIRMED-IN-PART, VACATE D-IN- 
PART, and REMANDED. No costs. 
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ATTACHMENT D 



DESCRIPTION OF EXCERPTS FROM TEXTBOOK 
ENTITLED: Optics, by E. Hecht and A. Zajac (1974, 

Addison-Wesley) 

Fourier Optics is a means of generating an arbitrary linear transformation 
of one irradiance pattern to another. The Optics textbook describes several 
features beginning at Chapter 7 which covers superposition of waves which is 
the basis for Fourier Optics and makes it clear that the temporal shape of a pulse 
is understood by Fourier Analysis. Chapter 1 1 covers Fourier Optics and its 
applications and makes it clear that spatial distribution of light is also understood 
by Fourier Analysis. This chapter includes in Section 3 at Figure 8 an example of 
a lens used in the context of imaging and not for focusing. Chapter 14 covers 
two topics in Fourier Optics: imagery and holography; and makes it clear that 
Fourier Optics is a practical way to generate an arbitrary irradiance pattern. This 
chapter also includes an explanation of a Fourier transformed hologram generally 
described at pages 496-499. It includes an example of a beam that begins as 
essentially Gaussian but then is transformed into two copies of somewhat 
arbitrary pattern of light appearing to have come from a multiple-meter. 

All copies of Chapters 7, 1 1 and 14 are included in an accompanying IDS. 



